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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced b 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with} 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be furnished 
at the following prices: 


Brown Cloth 

Brown Buckram 

Digest, vols. 1-14, inc. (either binding) 

Digest, vols. 15-26, inc. (either binding) 

Add to the above prices two and one-half percent for each year 

elapsed since year of publication, except in the case of the Diazsr. 
Transportation extra. 
Tue Unirep States Trape-Mark Association, 

Publication Office, 187-189 College St., Burlington, Vt 
Editorial Office, 32 Nassau Street, New York City. 


Address all communications to 82 Nassau Street, 
New York City. 
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A Duty Well Done 


On seeking to provide security 
for his clients,.a thoughtful law- 
yer checks all his cases and stat- 
utes through Shepard’s Citations. 


By the same move he gains peace 
of mind himself—for he is then 
happily entrenched in the know- 
ledge that he has done what he 
could to protect those who de- 
pend on him. 


Shepard’s Citations 
The Frank Shepard Company 
76-88 Lafayette Street 
New York 





EL MORO CIGAR CO. V. FEDERAL TRADE COMM. 


Ex Moro Cigar Company v. FepeRAL TrapE ComMISssION 
(107 F. [2d] 429) 


United States Circuit Court of Appeals, Fourth Circuit 


November 6, 1939 


Trape-Marks AND Unrair CompetirTion—FeEperaL Trape Commission Act 
—“Havana Counts” on Cicars Mape or Domestic Tosacco. 

Inasmuch as the word “Havana” has acquired a special meaning with 
manufacturers and users of cigars as indicating cigars made of Cuban 
tobacco, an order of the Federal Trade Commission requiring petitioner 
to “cease and desist” from using the word “Havana” to designate cigars 
not made from Cuban grown tobacco was affirmed. 

Unrarr CompetTition—Feperat Trape Commission Act—‘Havana’—Un- 
ram Use or Descriptive Term. 

The word “Havana,” when used on tobacco, having come to mean 
tobacco grown in Cuba, the use of the word to describe something dif- 
ferent held to constitute an unfair trade practice. 

Unrarr Competition—Use or Misteapinc Branp. 

The long use of a misleading brand vests no right in the user, and 
lapse of time is no bar to a proceeding in the public interest to remove 
the occasion for deception or mistake. 


Unrarr Competition—Feperat Trape Commission Acr—ENFoRCEMENT- 
JURISDICTION OF Review Court. ? 


The question of whether petitioner should be granted a reasonable 
time for changing its misleading labels and advertising held to be within 
the province of the Commission rather than the courts. 

In equity. On petition to review an order of the Federal Trade 
Commission. Order affirmed. 


Philip S. May, of Jacksonville, Fla. (J. 7. G. Crawford, of 
Jacksonville, Fla., on the brief), for petitioner. 

M. Marshall Morgan, Sp. Atty. and Martin A. Morrison, Asst. 
Chief Counsel Federal Trade Commission, both of Washing- 
ton, D. C. (W. T. Kelley, Chief Counsel and James W. 
Nichol, Atty. Federal Trade Commission, both of Washing- 
ton, D. C., on the brief), for respondent. 


Before Parker and Nortucorr, Circuit Judges, and Dosir, 
District Judge. 


Nortucort, C. J.: Petitioner seeks to review and to set aside 
or modify that portion of an order entered against it by the Federal 
Trade Commission on February 21, 1939, relating to the use of the 
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word “Havana” in describing, designating, or referring to cigars 


not made from tobacco grown on the Island of Cuba and reading in 


its pertinent part as follows: 


It is ordered that the respondent, El Moro Cigar Company, a corpora- 
tion, its officers, representatives, agents, and employees, directly or through 
any corporate or other device, in connection with the offering for sale, sale 
and distribution of cigars in commerce, as commerce is defined in the 
Federal Trade Commission Act, do forthwith cease and desist from— 

' 1. Using the word “Havana,” or any other words, terms, or picturiza- 
tions indicative of Cuba, alone or in conjunction with any other word or 
words to describe, designate, or in any way refer to cigars which are not 
made from tobacco grown on the Island of Cuba. 


* * * 

It is further ordered that the respondent shall, within sixty days after 
service upon it of this order, file with the Commission a report in writing, 
setting forth in detail the manner and form in which it has complied with 
this order. 

Petitioner is a North Carolina corporation, engaged in manufac- 
turing, selling and distributing various brands of cigars, with its 
place of business in the city of Greensboro, and is in competition with 
others engaged in the same business in various states. 

In the year 1931 the petitioner acquired from a Pennsylvania 
concern the trade-name “Havana Counts” that had been used since 
the year 1906, and began the manufacture and sale of a cigar under 
that label. On the boxes containing the cigars the words “Havana 
Counts” appeared in large letters and, until the year 1935, the 
words “Guaranteed Hand Made Imported and Domestic Stock.’ 
In the year 1935, the use of these latter words was discontinued and 
words “Domestic Filler Domestic Wrapper” substituted. The 
cigars, which retailed at two for five cents, were in a wrapper with 
the words “Havana Counts” printed on it and were packed in boxes 
containing fifty or one hundred. They were made in the United 
States entirely of domestic tobacco. 

The Commission found that a very fine quality of tobacco used in 
the manufacture of cigars is grown on the Island of Cuba, near 
Havana, that the word “Havana” has acquired a special meaning 
and significance with manufacturers and users of cigars, and is un- 
derstood to mean that the cigar to which the name is applied is made 
of tobacco that is grown on the Island of Cuba. 
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The Commission further found that words “Notice: These cigars 
are made in the United States entirely and only of domestic tobacco,” 
placed in much smaller type than that used in the words “Havana 
Counts,” did not qualify or explain the use of the word “Havana” 
so as to put a prospective purchaser upon notice, but that the two 
phrases were contradictory. 

The Commission also held that the use of the word “Havana” in 
regard to a cigar that contained no Cuban tobacco was false and 
misleading and an unfair trade practice with respect to petitioner’s 
competitors engaged in the cigar business in interstate commerce, 
within the meaning of the Federal Tradé Commission Act passed 
September 26, 1914, 15 U.S. C. A. § 41, et seq. 

In asking that the order of the Commission directing it to cease 
using the word “Havana” in connection with a cigar made in the 
United States from domestic tobacco only be set aside, the petitioner 
contends that it is a fact well known to both the trade and consumer 
that a cigar with any appreciable amount of Cuban tobacco in it 
could not be sold at retail for two for five cents and that therefore 
the use of the word could not deceive or mislead anybody and was 
not unfair; that having purchased the brand ‘““Havana Counts,” and 
having used it for a number of years, the petitioner had acquired a 
property interest by the use of the name that the Commission had 
no authority to take from it; and that the brand in question had been 
used for more than thirty-three years and was acquired by the peti- 
tioner more than seventeen years after the establishment of the Com- 
mission, which had not, in that time questioned the propriety of its 
use, and that therefore the use of the brand should not be interfered 
with. 

Hearings were held at which numerous witnesses were examined. 


A study of the voluminous testimony taken shows conclusively 


that the word “Havana” has acquired a special meaning or signifi- 


cance in the cigar trade when applied to a cigar. It has come to 
mean that the cigar labeled with a phrase in which the word is used, 
is made, at least in part, from tobacco grown in Cuba. This being 
true, it necessarily follows that the word cannot properly be used in 


describing a cigar made entirely of domestic tobacco. In the case of 
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H. N. Heusner § Son v. Federal Trade Commission, 106 F. (2d) 
596, 597, decided August 10, 1939, the Circuit Court of Appeals for 
the Third Circuit said in considering a similar question: 

The difficulty of petitioner's position lies in the fact that the implication 
of the word “Havana” is totally false. The purchaser can be guided by 
either label or legend, but not by both. ... 

The Third Circuit has also held to the same effect with regard to 
the word “Havana,” in the second decision in the Bayuk case, 
handed down June 26, 1989, and a similar holding was approved 
in the Second Circuit. Federal Trade Comm. v. Edwin Cigar Co., 
2 Cir., 67 F. (2d) 993. 

Webster’s New International Dictionary, Ed. 1934, defines 
“Havana” as an adjective meaning “of tobacco, grown in Cuba, of 
a cigar made in Cuba or from Cuban tobacco.” 

Having acquired this meaning, the use of the word to describe 
something different constitutes an unfair trade practice. Federal 
Trade Comm. v. Walker’s New River Mining Co., 4 Cir., 79 F. (2d) 
457 [25 T.-M. Rep. 586]; Lighthouse Rug Co. v. Federal Trade 
Comm., 7 Cir., 35 F. (2d) 163 [19 T.-M. Rep. 503]; Federal Trade 


if 
Comm. v. Maisel Trading Post, Inc., 10 Cir., 77 F. (2d) 246 [26 
T.-M. Rep. 555]. 


Nor can the impropriety of the use of the word ‘“‘Havana” be 


cured by the sentence, “These cigars are made in the United States 
entirely and only of domestic tobacco,” in smaller type than is used 
in the words ““Havana Counts.” Federal Trade Comm. v. Army & 
Navy Trading Co., 66 App. D. C. 394, 88 F. (2d) 776. 

Long use of a misleading brand can vest no right in the user. 
As was said by Mr. Justice Cardozo, in Federal Trade Comm. v. 
Algoma Lumber Co., 291 U.S. 67, 54S. Ct. 315, 320, 78 L. Ed. 655: 

.... The Federal Trade Commission was not organized till 1914, its 
jurisdiction then as now confined to interstate and foreign commerce. 
Silence up to that time is not even a faint token that the misapplied name 
had the approval of the industry. It may well have meant no more than 
this, that the evil was not great, or that there was no champion at hand to 
put an end to the abuse. Even silence thereafter will not operate as an 


estoppel against the community at large, whatever its effect upon individuals 
asserting the infringement of proprietary interests. French Republic v. 


1No opinion filed. 
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Saratoga Vichy Spring Co. [La Republique Francaise v. Saratoga Vichy 
Spring Co.], 191 U. S. 427, 24 S. Ct. 145, 48 L. Ed. 247. There is no bar 
through lapse of time to a proceeding in the public interest to set an industry 
in order by removing the occasion for deception or mistake. . . . 

It cannot be successfully contended that the interest of the public 
is not involved. As we said in the Walker’s New River Mining case, 
supra (79 F. [2d] 460): 

That the public interest is involved cannot be doubted. It is manifestly 
in the interest of the public to prevent the continuance of an unfair practice 
which tends to deceive the public and divert trade from competitors. 

The findings of fact of the Commission, if supported by sub- 
stantial evidence, are conclusive. Federal Trade Comm. v. Walker’s 
New River Mining Co., supra; Federal Trade Comm. vy. Algoma 
Lumber Co., et al., supra. 

It has been urged on behalf of the petitioner that, should the 
Commission’s order be enforced, a reasonable time should be allowed 
before it becomes effective, so that petitioner’s labels and advertis- 
ing matter could be changed. This matter is more properly within 
the province of the Commission rather than the courts. We are of 


the opinion that we have no power to order any delay in the putting 


into effect a lawful order of the Commission. 
The findings of fact made by the Commission are supported by 
the great weight of the evidence. The order made was a proper 


one and an order will be entered enforcing it. 


McGraw-Hiit PusiisHuinc Company v. AMERICAN AVIATION 


AssociaTeEs, Inc. 
United States District Court, District of Columbia 


January 3, 1940 


Trapve-Mark INFRINGEMENT—“AvIATION” AND “AMERICAN AVIATION” AS 
MaAGaZIneE TitTLEsS—Non-ConFuictinGc Marks. 
The words “American Aviation,” held not to be confusingly similar 
to the word “Aviation,” both being used as magazine titles. 
Unratr Competition— Use on Srwirar Worp 1x MaGazine Trrie—Dzr1rrer- 
ENTIATING FEATURES. 
In the case at issue, where the printed titles of the two magazines 
were quite different and plaintiff's slogan “American” was printed on 
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the magazine cover in type much smaller than the word “Aviation,” held 

that there was no unfair competition, particularly as the purchasers of 

both magazines are a limited and discriminating class. 

In equity. Action for trade-mark infringement and unfair com- 
petition. Decree for defendant. 


Charles R. Allen, of Washington, D. C., for plaintiff. 
Rhodes, Klepinger & Rhodes, all of Washington, D. C., for 
defendant. 


Baitey, J.: The title “Aviation” had been used by the plaintiff's 
predecessor in title as the name of its magazine since the year 1923, 
and in 1926 this title was registered as a trade-mark in the Patent 
Office. The plaintiff has also for many years used a slogan or sub- 
title containing the word “American.” 

In 1937, the defendant began the publication of a magazine en- 
titled American Aviation. The plaintiff has brought suit for in- 
fringement of its registered trade-mark, of its common law trade- 
mark, and for unfair competition. 

I cannot see that in itself the use of the title “American Aviation” 
is an infringement of the plaintiff's trade-mark. The printed titles 


upon the two magazines are quite different, and ‘sufficiently so to in- 


dicate the difference to any one wishing to buy either. The plain- 


tiff’s slogan or sub-title is printed on the magazine cover in type 
much smaller than the main title “Aviation,” and it is not likely that 
many purchasers ever read the sub-title. Of course a careless pur- 
chaser might overlook the distinction, but the purchasers of these 
magazines are a limited and discriminating class. 

I find that there has been no infringement of the plaintiff’s trade- 
mark, nor unfair competition on the part of the defendant. 
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Evvay Stores, Inc. v. Savirz, trading as Peoptes HovuseHoLp 


Suppty Company 
United States District Court, Middle District of Pennsylvania 
December 22, 1939 


Trape-NAMEs AND Unrarr Compretition—“Peroprtes CLorHinc Company” 
AND “Preorpres HovuseHnortp Suppty Company”—‘Peropies” Pusiict 
J URIs. 

Defendant, by conducting retail stores under the name “Peoples 
Household Supply Company” in competition with plaintiff, which for 
thirty years had operated stores under the trade-name “Peoples Clothing 
Company,” held not to be guilty of unfair competition. 

Unrarr Competirion—Svits—P.LaintiFr’s RESPONSIBILITY. 

In the case at issue, the word “Peoples” not having acquired a sec- 
ondary meaning as indicating the plaintiff exclusively, the burden was 
upon the plaintiff to show that the defendant conducted his business 
unfairly. 

In equity. Action for alleged unfair competition in the use of a 


trade-name. Complaint dismissed. 


David Landau, of Scranton, Pa., for plaintiff. 
Louis Shaffer, of Wilkes-Barre, Pa., for defendant. 


Watson, D. J.: The plaintiff sued the defendant and in its com- 
plaint alleged, inter alia, that it and its predecessors for more than 
thirty years operated and conducted several stores under the trade- 
name “Peoples Clothing Company”; that the defendant, trading 
under the name of “Peoples Household Supply Company” operated 
stores in some of the cities in which plaintiff had its stores; that the 
defendant, through his employees, has solicited business with words, 


actions, conduct and silence calculated to deceive the public and 


plaintiff's customers into believing that they were dealing with plain- 


tiff; that the public and said customers have been deceived, and are 
being deceived, to the loss and damage of the plaintiff in the sum of 
Ten Thousand Dollars ($10,000). The plaintiff prayed that an 
injunction issue against the defendant, its agents and employees, 
and that the defendant be required to pay damages, and for such 
other relief as is just. 

The defendant moved to dismiss the complaint, and the court, 


feeling that the complaint sufficiently alleged a case of fraudulent 
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and unfair competition for which the plaintiff would be entitled to 
relief, dismissed the motion (43 U. S. P. Q. 275). The defendant 
filed an answer and a counterclaim, to which counterclaim plaintiff 
filed a reply. 

A rule to show cause why a preliminary injunction should not be 
granted was entered and came on to be heard, at which hearing much 
testimony was taken. At the hearing, it was agreed by and between 
counsel for the plaintiff and counsel for the defendant that the tes- 
timony taken at the hearing should be considered by the court as 
testimony taken upon final hearing, and that the hearing should be 
considered a final hearing. After the testimony was transcribed 
arguments by counsel were heard. Briefs and requests for findings 
were filed by counsel, and the matter is now before the court for final 
disposition. 

Counsel for the plaintiff, during the course of the trial, conceded 
that the plaintiff did not have an exclusive right to the use of the 
word “peoples” as a trade-name. It is also evident that the word 
“peoples” cannot have acquired a secondary meaning as indicating 
the plaintiff alone. ‘The evidence shows that there are a large num- 
ber of other stores in the communities where the plaintiff and de- 
fendant are, which have been using the word “peoples” as part of 
their trade-names. The sole question, therefore, which must be de- 
termined by the court is, whether or not the defendant has conducted 
his business in such a manner as to constitute unfair competition with 
the plaintiff. The burden was upon the plaintiff to show by clear 
and satisfactory evidence that the defendant did so conduct his busi- 
ness. Suravitz v. Prudential Insurance Company of America, 261 
Pa. 390. 

The manner in which the plaintiff's business is operated is not 
improper. A business is not unlawful solely because it does not 
maintain a store wherein its wares are displayed to the public; be- 
cause the windows of its warehouses are frosted; because it does not 
advertise either in newspapers or by direct mail; or because it 


operates in identical territories with a competing concern. Such 


conduct is an approved and ordinary manner of transacting business. 
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It becomes wrongful only where its purpose is to effect an unlawful 
result. The plaintiff has produced some evidence of confusion in the 
minds of the public as to the separate identities of the plaintiff and 
defendant, but has failed to prove that this confusion resulted from 
any unfair practices on the part of the defendant. 

Careful consideration has been given to all the evidence which 
was offered in the case, and the court feels that the plaintiff has 
utterly failed to meet the burden which was upon it to show that 
the defendant was guilty of unfair competition. 

At the trial, the defendant offered no evidence in support of his 
counterclaim and, therefore, judgment on the counterclaim must be 
rendered in favor of the plaintiff. 

Now, December 22, 1939, judgment is directed to be entered 
against the plaintiff and in favor of the defendant on the complaint. 
It is further ordered that judgment be entered in favor of the plain- 
tiff and against the defendant on the defendant’s counterclaim. It 
is further ordered that the costs of this proceeding be paid by the 
plaintiff. 


Findings of fact and conclusions of law are filed herewith. 


MaGAZINE REPEATING Razor CoMpPANY v. Reap Drua & CHEMICAL 
Co. 
(30 F. S. 194) 
United States District Court, District of Maryland 


1 936 







November 6, 





Trape-Marxks AND Unrair Competition—“Scuick” on Sarety Razors anpD 
Briapes—EFFrecr oF AGREEMENT. 

Where plaintiff, under an agreement with Jacob Schick, inventor of 
the “Schick” dry shaver, was given certain patents and pending patent 
applications, also exclusive right to manufacture and sell the safety razor 
and blades covered by such patents, together with all trade- marks and 
trade-names relating thereto, the licensee impliedly agreed that patentee 
had the right to use the name “Schick” on electric shavers. 

Unrar Competirion—Sare or Parenteo Articre Unper License— 
PatenTee’s Rigutr at Expiration. 

Where the owner of a patent licenses another to manufacture the 
patented article and requires that patentee’s name be marked thereon, 

and where licensee, after accepting the condition, terminates the license 
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and gives back to patentee all rights acquired thereunder, patentee is 
free to make and sell the article with his name marked thereon. 
Unrair CoMPETITION—MISREPRESENTATIONS BY EMPLOYEES. 

In the case at issue, where, although some of defendant’s sales people 
were shown to have told customers that plaintiff's article and the “Schick 
Dry Shaver” were made by the same company, defendant’s officers had 
nothing to do with such misstatements, nor knew of them until the 
present suit was brought, an injunction was denied. 

Unrarr Competition—Svuirs—Form or Novice. 

In the case at issue, inasmuch as plaintiff had the exclusive right to 
use the name “Schick” on its goods, it was held sufficient for the name 
of the article and that of its manufacturer to be clearly placed on both 
the carton and the article itself. Notwithstanding, it was not held 
necessary to require that the inside carton, whether of leather or other 
material, should also bear the name of the manufacturer, its use on the 
outside carton being deemed sufficient. 


In equity. Action for alleged trade-mark infringement and un 


fair competition. Decree for defendant. 


Marbury, Gosnell & Williams (by William L. Marbury, Jr.), of 
Baltimore, Md., and John Hillard, Wallace H. Martin and 
Stewart W. Richards, all of New York City, for plaintiff. 

Barton, Wilmer, Bramble, Addison & Semans (by Randolph 
Barton, Jr. and F. Fulton Bramble), of Baltimore, Md., and 
Abraham Tulin, of New York City, for defendant. 


Witiiam C, Coteman, D. J.: This is a trade-mark and unfair 
competition case. The plaintiff asks specifically for the following 
relief: A decree permanently enjoining the defendant, and all per- 
sons acting on its behalf, (1) from using the word “Schick,” or any 
other word or mark confusedly similar thereto, as a trade-mark or 
trade-name, or in any other manner, in connection with the sale, ad 
vertising, or offering for sale of razors, shaving equipment, or shav- 
ing paraphernalia of any kind, not made by complainant; (2) from 


doing any other acts calculated to cause any products not made or 


sold by complainant to be passed off as and for complainant’s prod 


ucts, and from in any manner infringing complainant’s trade-mark 
rights in the trade-mark “Schick,” or unfairly competing with the 
complainant in any manner. There is also the usual request for an 
accounting for damages and profits, and for any other relief that the 


court may feel the complainant is entitled to. 
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It will thus be seen that, briefly summarized, the complainant’s 
contention is that it is entitled to pre-empt the entire field of razors, 
shaving equipment, or paraphernalia of any kind as respects the 
use of the name “Schick.’’ The present controversy has as its real 
basis the fact that another company, Schick Dry Shaver, Inc., from 
which the present defendant buys, is the manufacturer and distribu- 


tor of an electrically driven shaving device, known generally as 


“Schick Dry Shaver,” which has been very successful commercially. 


Whatever might otherwise have been the rights of the present 
plaintiff in the word “Schick,” by virtue of common law rights, or of 
any statutory registration of its trade-mark, this court finds that its 
rights are determined, for the purposes of this case, by a series of 
written contracts entered into between it and its prédecessor com- 
pany, the Sharp Manufacturing Corporation, and the inventor of 
the Schick Dry Shaver, Colonel Jacob Schick. All of these contracts 
were in issue and directly passed upon in a suit brought by the 
present plaintiff and its Canadian affiliate, Magazine Repeating 
Razor Company of Canada, against Schick Shaver, Ltd., a Canadian 
company, which wholly owns the stock of the Schick Dry Shaver, 
Inc.; this suit having been brought in the Exchequer Court of 
Canada, and the opinion having been rendered on February 7 last, 
but, as is stipulated in the present case, no decree therein has yet 
been signed. Mr. Justice MacLean in that decision, having analyzed 
so carefully, and, as this Court thinks, so correctly, those contracts, 
I adopt his construction of them, and have made, largely from his 
opinion, the following résumé of his findings with respect to them. 

In 1925, an agreement was entered into between Schick and the 
Sharp Manufacturing Corporation, wherein Schick agreed to trans- 
fer to that company the patent which he then owned and his several 
pending patent applications, the consideration being the payment of 
money and certain royalties. ‘The Sharp Manufacturing Corpora 
tion was to have the exclusive right to manufacture, and to sell 
throughout the world, safety razors and blades covered by such 


patent and patent applications. 
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In this agreement, Schick assigned to the Sharp Manufacturing 
Corporation all trade-marks, trade-names and all other privileges 
relating to such safety razors and blades. In the event of default 
of the Sharp Manufacturing Corporation in respect of the condi- 
tions of the agreement, that corporation was to convey and deliver 
back to Schick any patents or patent applications, and any and all 
rights which it had acquired by virtue of this agreement. 

In May, 1927, a second agreement, supplemental to that of 1925, 
was entered into between Schick and the present plaintiff, which is 
the same company that had formerly been known as the Sharp 
Manufacturing Corporation, wherein Schick agreed to transfer to 
the plaintiff further applications for patents and inventions which he 
had made since the date of the first agreement, and which related to 


safety razors and their blades, and also certain inventions and dis- 


coveries in connection with razors or blades or machinery or 
processes for manufacturing same, and for which he had not yet 
filed an application for letters patent in the United States. One of 
the terms of that agreement was as follows: 


Schick agrees that the corporation may use the name “Schick” in connec- 
tion with the razors, blades and other articles, on the sale of which 
royalties are payable under the provisions of this paragraph IV, and that 
such razors, blades or other articles may be marked or associated with the 
name of “Schick.” 

This agreement also provided that in the event of any default in 
the payment of royalties or any deficiency under paragraphs IV and 
V of the agreement, Schick had the right, upon giving a written 
notice of such default, and if the default continued for a stated period, 
to terminate the agreement, in which event the plaintiff obligated 
itself, inter alia, to assign and transfer back to Schick all letters 
patent and applications for letters patent, acquired from Schick 
under this agreement and the agreement of 1925, “and also the right 
to use the name ‘Schick’ in connection with the manufacture and sale 
of razors, blades, and other articles.” 

Schick also agreed in paragraph XI of this same agreement that 
if, during the life of the agreement, he should “make any invention 


or discovery relating to the art of shaving, other than inventions or 
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discoveries relating to razors or blades or machinery or process for 
the manufacture thereof,’ he would disclose the same to the plain- 
tiff, and make and file applications for letters patent thereon in the 
United States and such foreign countries as he deemed advisable, 
and would assign such applications for letters patent to the plaintiff, 
upon the terms provided in that agreement. 

At the time that this latter agreement was entered into, Schick 
was engaged in developing his shaving machine. On January 1, 
1929, two agreements were entered into between Schick and the 
plaintiff, in one of which the razor company released Schick from his 
obligation under paragraph XI of the agreement of 1927 previously 
referred to, in so far as that paragraph applied to “shaving 
machines,’ that term as there used having reference to Schick’s 


electrical dry shaver, as distinguished from the safety razors which 


were Schick’s earlier inventions. The other agreement of the same 
date is designated as a license agreement. At this time Schick was 
the owner of the letters patent relating to an electrical shaving 
machine, and he also had applications for a patent pending covering 
the same subject matter. ‘This shaving machine had been given the 
name “‘Schick’s Dry Shaver,” and the license agreement states that 
the expression “Schick’s Dry Shavers” was used to describe shaving 
machines, and a brief description is given therein of such machines. 
Schick licensed the plaintiff to manufacture and sell in the United 
States and foreign countries, under the name of “Schick,” the shav- 
ing machine disclosed in his patents and all patent applications 
relative to the same; and the licensee, the plaintiff, agreed that all 
shaving machines which it or its agents might manufacture would be 
marked with the name “Schick,” and that they would be advertised, 
offered for sale and sold under the name “Schick.” 

This license agreement further provided that, if the plaintiff 
defaulted in its covenants under the agreement, Schick might 
terminate the license after notice of such default as described by the 
agreement, and the plaintiff, on written notice, might also terminate 
the license agreement on any one of the several dates therein speci- 


fied. If the licensee terminated the license agreement, the plaintiff 
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obligated itself to transfer and deliver back to Schick the entire 
business or businesses of manufacturing and selling shaving ma- 
chines then conducted by it, or any of its agents, the good-will 
thereof, and “‘all trade-marks and trade-names used exclusively in 
connection therewith,” including ‘‘the exclusive right to use the name 
of Schick upon or in connection with shaving machines. . . .” 

Thereafter, the plaintiff having embarked upon the manufacture 
of Schick’s dry shaver in an experimental way, as of July 1, 1930, 
it terminated the license agreement, and in May, 1930, another 
agreement was entered into between the same parties whereby cer- 
tain mutual relations were agreed upon, and the plaintiff agreed that 
“all rights relative to Schick Dry Shavers and shaving machines 
.... heretofore granted to it by Schick under said agreement dated 
January 1, 1929, is now terminated and at an end.” 

It is the contention of the plaintiff in the present suit that, in 
spite of the terms of the agreements which have thus been analyzed, 
the plaintiff has what might be called an additional, or predominant 
right, not controlled by those contracts, to the entire shaving-instru- 
ment field because—to summarize briefly—it was the first to use the 
name “Schick” in any part of that field; and that when it turned 
back to the inventor, Jacob Schick, all rights in his electrical device, 
it did not surrender any right that it had previously acquired to use 
the name “Schick,” and that therefore it was entitled to the entire 
field with respect to the use of that name. 

With this contention this court can not agree. These carefully 
prepared instruments are not in any sense ambiguous. They must 
speak for themselves. To decide in favor of the plaintiff would be 
tantamount to declaring that there is some principle of trade-mark 
law which persists and survives in spite of the solemn declarations 
of the parties to the contrary. In other words, as this court views 
the contention of the plaintiff, it is tantamount to saying that prin- 
ciples of contract law are set aside and the mutuality, the meeting of 
the minds of the parties, is not to be given its full force and effect 
since it would be beneficial to the plaintiff to do otherwise. 

When the plaintiff terminated its license to manufacture and sell 


the Schick dry shaver or electrical shaving machine, Schick pro- 
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ceeded to organize a company known as Schick Dry Shaver, Inc., to 


manufacture the articles, and in the course of time it became widely 


sold, advertised and known as the “Schick Shaver.” Meantime, the 
plaintiff itself advertised and sold extensively its safety razor under 
the name of “Schick Injector Razor,’ and “Schick Repeating 
Razor.” The various types of plaintiff’s razors are in evidence, and 
likewise the cartons, labels, and books of instructions that go with 
them. 

It is obvious that the relation between the parties in the produc- 
tion of their respective articles, as required by the series of agree- 
ments just analyzed, was bound to lead to considerable confusion at 
times. ‘The evidence bears that out. It is self-evident that where 
two parties, whether in the same field or selling unrelated articles, 
use the same name—especially if it is a “catchy’’ and unusual name 

some confusion will arise; and I find that since such confusion in 
the present case is the direct result of the fully intended, carefully 
prepared and executed agreements, the parties must therefore accept 
the consequences. Such being true, it becomes unnecessary to 
analyze the character of the confusion. Suffice it to quote the fol- 
lowing from the opinion in the Canadian case, because it is an 
accurate statement of substantially what is disclosed in the present 
case: 


From time to time complaints would be made by the razor company over 
the form which certain advertising of Schick’s Dry Shaver, Inc., was taking, 
possibly, at times with some cause, and which it was claimed was calculated 
to cause confusion in the public mind as to the origin of the respective 
articles. But, it would seem that any differences arising from such or other 
causes would be composed quickly, and for a long time friendly relations 
between the two companies continued; in fact, some persons were share- 
holders in both companies, and all concerned seemed anxious that any 
confusion arising from the use of the word “Schick” by both companies 
should be avoided or reduced to a minimum. It is fairly clear that when 
Schick’s Dry Shaver came on the market neither party suspected that any 
confusion could or would arise by reason of the use of the word “Schick,” 
each having in mind, no doubt, the dissimilarity between the two articles in 
question. It was not until June, 1937, that a definite breach occurred, and 
then Schick Dry Shaver, Inc., was advised that its use of the word “Schick,” 
was a direct infringement of the razor company’s trade-mark, and that it 
would take such steps as were deemed necessary to protect its rights under 
such mark, 
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To repeat, as was found by the Canadian court, and as this 
court now finds, the parties were in agreement that a distinction 
was to be drawn between the Schick safety razor and the Schick 
shaving machine—between the safety razor and the electrically 


operated dry shaver—that the one did not comprise or mean the 


other, and consequently they were differentiated by express agree- 


ment. There can be no doubt that the expression “Schick’s Dry 
Shavers,” was used to designate electrical shaving machines. The 
licensing agreement makes this perfectly clear. Schick first auth- 
orized the use of his name in connection with the safety razor and 
blade. The 1927 agreement states that the same “may be marked or 
associated with the name of Schick,” and it is not believed that any- 
thing else was contemplated than that the plaintiff might so mark 
or associate its safety razors and blades. In short, I find it impos- 
sible, as did the Canadian court, to read into the 1927 agreement any- 
thing more than that the plaintiff was to have the right to use the 
name “Schick” in connection with the safety razors and blades 
covered by the Schick patent and patent applications referred to in 
that agreement, so long as the plaintiff made and sold the same under 
the terms of that agreement. However, plaintiff later acquired the 
Schick patents and patent applications covering such safety razors 
and blades, and the right to use the name “Schick” thereon is no 
longer in question, and in fact is conceded by the present defendant, 
as it was by the defendant in the Canadian case. As we have seen, 
in 1929 Schick granted a license to the plaintiff to manufacture and 
sell his dry shaver, on condition that it be marked with his name. 
The compulsory use of the name “Schick” in connection with dry 
shavers was the condition imposed by Schick, and this court finds, 
as did the Canadian court, that the acceptance of that condition was 
an admission, indeed an agreement, that Schick had a right to have 
his own name on his dry shaver if he so chose; and then when the 
license was terminated by the plaintiff, it agreed to and did surrender 
to Schick the rights which it had acquired under the license. 

As was said in the Canadian case, and directly applicable to the 


present situation: 
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Now, if the owner of a patent licenses another to make his invention, 
and requires as a term of the license that the inventor’s name be marked on 
the article invented, and which condition the licensee accepts, and the 
licensee later terminates the license and surrenders back to the licensor all 
rights acquired under the license, surely the licensor is free to make and sell 
his invention, with his name marked thereon. How could it be said that the 
licensor, in that state of facts, would be infringing any mark of the licensee? 

This court has been referred to no case which appears to be con- 
trary to that conclusion. The following additional statement of the 
Canadian court is directly applicable to the present case: 

I think the agreements are to be construed as meaning that Schick 
gave the razor company the right to use his name only in connection with 
safety razors and blades covered by the agreement of 1927, and that he 
licensed the razor company to manufacture and sell his dry shaver upon 
terms, one of which was that the dry shaver should carry the mark of his 
name, so long as the same was manufactured and sold by that licensee. 
But, the license was terminated by the razor company, and accordingly its 
obligation or right to use the name of Schick in connection with shaving 
machines concurrently terminated, and the licensor’s right to use his own 
name thereon was restored to him. 

As part of the relief asked by the plaintiff in this case, the fol- 
lowing is sought, which raises a question distinct from that involved 
in the primary conclusion reached, as just explained, that is to say, 
there, is also sought an injunction against the defendant, its agents 
and employees, against saying anything or doing anything in the sale 
of the respective products which would confuse the respective pur- 
chasers as to the two products. 

It is true that there is a large amount of uncontradicted testi- 
mony in the present case that salesmen and saleswomen of the de- 
fendant, when approached by prospective buyers, stated—usually 
not unless asked—that the plaintiff's article and the Schick dry 
shaver, were made by one and the same company, and it is on the 
basis of such evidence that the plaintiff claims it is entitled, in any 
event, to injunctive relief of the character just stated. It is to be 
noted, however, that there is no claim that any one other than clerks 
of the defendant company had anything to do with these misstate- 
ments, or that they were in fact brought to the attention of any of 


the defendant’s officers until the time, or nearly so, that the present 


litigation began. Furthermore, there is no evidence that any 


responsible person connected with the defendant company has done 
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other than to co-operate in preventing any further confusion. In 
view of these facts, although there may be instances when an in- 
junction should issue against future conduct of this kind, because 
of repeated violations, this court is not willing to issue an injunc- 
tion against the defendant on the present state of facts. Such seems 
unnecessary and an unwarranted extension of the principles that 
should govern the use of the injunction jurisdiction of the court. 

In addition, the plaintiff claims that it is entitled to an order of 
this court, requiring defendant at all times to refrain from selling, 
or offering for sale, any of the Schick Dry Shaver, Inc., articles 
unless their cartons or containers—of whatever kind they may be, 
inside or outside containers—and the articles themselves, as well, 
contain an express statement that the two companies, the plaintiff 
company and the Schick Dry Shaver, Inc., are distinct. However, 
the court does not believe that, on the evidence, the plaintiff is en- 
titled to such an order. It is true, the plaintiff contends—and cor- 
rectly—that it was first in the field—first to have the right to use 
the name “Schick.” Therefore, neither the present defendant nor 
the company that manufactures its products, nor any one else, should 
be permitted to do anything that will impair that right in the -field 
where that right exists. But I do not find that what has been done 
has impaired that right, and I think it is sufficient if the name of the 


article, and its manufacturer's name, are clearly placed upon both 


the carton and the article. I do not believe, in view of all the cir- 


cumstances in this case, that the plaintiff has any right to impose 
upon the defendant, or upon the Schick Dry Shaver, Inc., were it 
before me as defendant, any greater obligation with respect to avoid- 
ing confusion in the public mind, than has the defendant, in turn, to 
impose upon the plaintiff, and, again, this is because of the agree- 
ments which control the case. 

We now come to the final question: Do both the Schick Dry 
Shavers and their containers, and the plaintiff's articles and their 
containers meet the requirements that have just been laid down? 

There are two exhibits of plaintiff’s articles which do not appear 


to meet those requirements, one is plaintiff's exhibit No. 30, the car- 
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ton containing Life Buoy Shaving Cream and Schick Injector Razor 
with eight blades; and the other is plaintiff's exhibit 6, being the 
interior kit and contents—the contents being the Schick Injector 
Razor in a metal case. Neither of those containers bears the name 
of the plaintiff, although the razors do. The court, therefore, will re- 
quire that the plaintiff's name hereafter appear on any such cartons 
or containers hereafter placed on the market. 

Two other exhibits, defendant’s exhibit 2, being a large and 
rather handsome paper carton containing the Schick Repeating 
Razor, and another, plaintiff's exhibit 23, a container for the Schick 
Injector Razor, “Popular Kit, Dollar Pack,” do contain the name of 
the plaintiff, Magazine Repeating Razor Company, on the bottom of 
each carton. That is believed by the court to be sufficient, but noth- 
ing short of that, in equally conspicuous type somewhere on the box 
or container will be sufficient. 


Coming, then, finally, to a consideration of whether defendant’s 
articles, boxes or containers, meet the requirements here laid down, 


it has already been stated that the precise differentiation urged by 


the plaintiff will not be required, but in order that such requirements 
as are imposed shall be mutual, the court will direct that the defend- 
ant shall not market any more Schick Dry Shavers without the name 
of the manufacturer, that is, the Schick Dry Shaver, Inc., on both 
the article itself and upon its container, subject, however, to the ex- 
ception hereinafter explained. It is not necessary or reasonable to 
require that the inside carton or kit, whether it be of leather or of 
some other material, shall also bear the name of the manufacturer ; 
but the outside carton, of whatever kind, should bear that name. This 
requirement is fully met by defendant; but defendant’s article itself 
must also bear the manufacturer’s name, and in this-respect de- 
fendant fails to meet the requirement. All that is now on the Schick 
dry shaver is a simulation of a globe with the word “Schick” around 
it on a belt, under it the word “shaver,” and then certain references 
to the power of the machine and a patent mark. 

It is of course true that this court, in this proceeding, has no 


jurisdiction over the Schick Dry Shaver, Inc., because it is not a 
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party to the proceeding, and what this court is now requiring can 
only apply to the defendant, the purchaser from that company. 
Also, these requirements that are imposed upon both the defendant 
and the plaintiff should not be imposed so as to cause any undue 
hardship. Therefore, withdrawal of such merchandise as is already 
on the market, for the purpose of making it conform to the require- 
ments here laid down, will not be required. Nor will these require- 
ments be imposed upon merchandise already actually fabricated or 
assembled, but not yet distributed for sale. 

In view of the conclusions here reached, it becomes unnecessary 
to consider the various other questions raised at the hearing, except 
that the existence, character and present status of the Canadian 
litigation seems to make it appropriate for this court to make the 
following observations. It is stipulated in the present case that no 
decree has as yet been entered in the Canadian suit, although the 
decision was rendered some eight months ago. In the absence of a 
decree or judgment, what was decided by the Canadian court can 
not, of course, be treated as an estoppel in the present case. How- 
ever, were the Canadian decree or judgment now in existence, query 
whether it would not operate as an estoppel upon the present plain- 
tiff, for the following facts are very significant. It appears from the 
opinion in the Canadian case, and is not denied in the present suit, 
that the Canadian defendant, Schick Shaver, Ltd., wholly owns the 
stock of the American company, Schick Dry Shaver, Inc., which is 
the manufacturer for and sells to the defendant in the present case, 
the Read Drug & Chemical Company. Also, the present plaintiff, 
Magazine Repeating Razor Company, is one of the plaintiffs in the 
Canadian case. This court recently decided, and was upheld by the 
Circuit Court of Appeals for the Fourth Circuit, that a patentee is 
estopped, by a judgment in favor of a manufacturer, from recover- 
ing damages on account of infringement by a purchaser, from such 
manufacturer, of articles which that prior judgment held were not 
infringed. See General Chemical Company v. Standard Wholesale 
Phosphate § Acid Works, 101 F. (2d) 178. While patent, and not 


trade-mark, rights were there involved, on principle we see no ground 
for distinction; and in the present case the defendant is to be treated 





STEEM-ELECTRIC CORP. V. HERZFELD-PHILLIPSON CO. 129 
as a purchaser from the defendant in the Canadian suit, namely, 
Schick Shaver, Ltd., because the latter company wholly owns Schick 
Dry Shaver, Inc., from which the present defendant is a purchaser 
of the same products as those involved in the Canadian suit. 

Query, likewise, whether it should make any difference that the 
suggested estoppel would arise by virtue of a decision of a foreign 
and not of an American court; or that such foreign court is not the 
one of last resort. Likewise, while it is true that the Canadian suit 
was brought under the Canadian Trade-Mark and Design Act, 
which, of course, is not involved in the present suit, the Canadian 
Court did expressly decide that the present plaintiff has no right in 
the trade-mark “Schick” as applied to “shaving machines,” that is, 


to electrically-operated dry shaving apparatus, and this decision was 


reached as a result of the construction placed upon the very same 


agreements involved in the present suit, all of them executed in the 
United States and having no more reference, expressed or implied, 
to the laws of Canada, statutory or otherwise, than to the laws of 
the United States. In short, by reason of the aforementioned facts, 
the present litigation appears to be premature, to say the least, and 
to be productive of undue prolongation and repetition of the same 
controversy. 

A decree will be signed in accordance with this opinion, together 


with a separate statement of findings of fact and conclusions of law. 


SreEM-ELectric CorPORATION Vv. HERZFELD-PHILLIPSON CoMPANY, 
ET AL. 
(29 F. Supp. 1011) 


United States District Court, Eastern District of Wisconsin 


November 7, 1939 


Trape-Marks—“Sreem-Exvecrraic” Wire Distincrive DrsigN anno “STEAM- 
O-Matic”—Non-Conruictine Marks. 

A trade-mark consisting of the word “Steem” shown in letters hav- 
ing a wave outlined and surrounded by cloud design, and the word 
“Electric” shown in flash-like letters held not to be infringed by the 
word “Steam-O-Matic,”’ both marks being used on electric steaming 
irons. 
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Trape-Marks anp Unratr Competition—Use or Funcrionat Features. 

Functional features of the goods cannot be exclusively appropriated 
by any one. 

Unrarr Comperition—Use or Utinirarian Frnisu on Evecrric Iron. 

The use by defendants of a stippled exterior finish on electric steam- 
ing irons in order to hide slight imperfections and reduce polishing costs 
held not to be unfair competition with plaintiff, which had adopted a 
similar finish on its irons. 

In equity. Action for alleged unfair competition and trade-mark 


infringement. Judgment for defendant. 


Edward S. Rogers of Rogers, Woodson & Rogers, and Geo. H. 
Wallace and Charles B. Cannon of Belt, Wallace & Cannon, 
all of Chicago, Ill., and E. H. Hallows of Fish, Marshutz & 
Hoffman, of Milwaukee, Wis., for plaintiff. 

A. L. Morsell, Jr. of Morsell, Lieber § Morsell, and Bruno V. 
Bitker, both of Milwaukee, Wis., for defendants. 


Stone, D. J.: This case arises under the design patent and 
trade-mark laws of the United States and is a suit of a civil nature 
between citizens of different states. The amount in controversy is 
in excess of three thousand dollars ($3,000) exclusive of interest and 
costs. 

The plaintiff, Steem-Electric Corporation, is a corporation of the 
State of Missouri, having its principal place of business at 1720-26 
Lafayette Avenue, St. Louis, Mo. 


The defendant, The Herzfeld-Phillipson Company, is a corpora- 


tion of the State of Wisconsin operating under the name “The Boston 
Store,” a department store at 331 West Wisconsin Avenue, Mil- 
waukee, Wis. 

The defendant, Western Hardware and Specialty Manufactur- 
ing Company, is a corporation of the State of Wisconsin with its 
principal place of business at 228 South First Street, Milwaukee, 
Wis. 

The defendant, Harry E. Bremer, trading as H. E. Bremer 
Manufacturing Company, is a citizen of the State of Wisconsin, with 
his place of business at 1415 North 31st Street, Milwaukee, Wis. 

The intervening defendant, Steam-O-Matic Corporation, is a 


New York corporation having its principal place of business at 1150 
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Broadway, New York City, and said defendant has submitted to the 
jurisdiction of this court. 

United States Design Letters Patent No. D-112,129, patented 
November 8, 1938, in the name of Ernest F. Pohl, was assigned to 
plaintiff, and said patent is now in the name of plaintiff. 

The design, as shown and claimed in Pohl patent in suit No. 
D-112,129, was invented by the defendant Harry Bremer, and 
Ernest F. Pohl. 

The plaintiff, Steem-Electric Corporation, is now and las always 
been the owner of United States trade-mark registration No. 352,- 
415, dated November 30, 1937. 

Plaintiff in its trade-mark registration No. 352,415, in order to 
obtain the allowance thereof, and in compliance with the request of 
the Patent Office, disclaimed the words “‘Steem Electric” apart from 
the mark, which mark includes the word “Steem” displayed in let- 
ters having a wavy outline and surrounded by a cloud design, and 
the word “Electric” written in lightning flash manner and sur- 
rounded by a lightning design. 

After the filing of the original bill herein, plaintiff filed applica- 
tion for registration of the term “Steem Electric” under the Act of 
March 19, 1920, 15 U.S. C. A. § 121 et seq., which registration was 
granted on April 25, 1939, No. 366,776, and the plaintiff is now and 
has always been the owner of said trade-mark registration No. 
366,776. 

The words “Steam Electric’’ were used extensively in connec- 
tion with the sale of steam electric irons in interstate commerce by 
Reimers Electric Appliance Company, prior to plaintiff's adoption 
of the term “Steem Electric”; the words “Steam and Electric Press- 
ing Irons” were used by Dejur Electric Works prior to plaintiff's 
use of its term; the words “Electric Steam Iron” were used by 
Arthur Sussman, Inc. prior to plaintiff's use of its mark; and similar 
terms are in common use by National Steam Iron Corporation, New 


York Pressing Iron Co., Cissell Bros. Manufacturing Co., J. Gins- 


burg, Inc., and Steam Pressing Iron Co. of Chicago. The words 
re 


“Steam Electric” and “Electric Steam” appear as the descriptive 
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titles to patents on steam electric irons, and the Kako patent No. 
1,347,224, which has expired, has as a title “Electric Steam Iron.” 

“Steem” appearing on plaintiff’s label is a phonetic spelling or 
misspelling of the English word “‘steam.” 

“Steem Electric’ used in connection with a steam electric iron 
sold by plaintiff, is a common and generic term descriptive of the 
product to which it is applied. 

In view of the descriptiveness of plaintiff's mark, and in view of 
the prior and common uses of similar terms, as set forth in para- 
graph 12 above, plaintiff’s alleged mark “Steem Electric” cannot and 
has not acquired a “secondary meaning.” 

The plaintiff, Steem-Electric Corporation, has been in the busi- 
ness of manufacturing and selling electric steaming irons under its 
trade-mark “Steem Electric” since some time during the month of 
February, 1936, and since that time has continuously used, and is 
now using, its trade-mark “‘Steem Electric’ on electric steaming 
irons which it has sold and is selling in this district and in commerce 


among the several states. 





The total sales by the plaintiff, Steem-Electric Corporation, of 
its electric steaming irons, bearing its trade-mark “Steem Electric,” 


to May 1, 1939, are as follows: 





Total Value 


Year of Sales 

SO sc Mey <caik ohh ore ate wpa hea Klaas pM Eye ane ak wee $ 10,526.84 
ME a aracked Siem Biata lta Giceeei nace a aren. Be aes eee ee a 52,321.92 
BD arate ite SiN tials 5 cee Pinatas eter ih Rms eisias Maca 258,689.50 
Be RO EOS Ei. da ieee cessceeeeekaewreee tts 217,228.98 





representing a total of appromixately 107,000 irons. 

The plaintiff, Steem-Electric Corporation, has extensively ad- 
vertised its electric steaming irons, under its trade-mark “Steem 
Electric” by radio and in magazines and other periodicals having a 
national circulation, and in addition to such advertising the plaintiff, 
in co-operation with department stores and other dealers, has ad- 
vertised its irons in numerous newspapers throughout the United 
States, as well as in trade papers, catalogues, and circulars.” 

The advertising expenditures made by the plaintiff, Steem- 


Electric Corporation, in advertising its electrical steaming irons, 
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bearing its trade-mark “Steem Electric,’ have been as follows, to 
May 15, 1939: 


Advertising 
Year Expenditures 


926.67 
2,754.80 
42,093.61 
33,938.20 
making a total expenditure for advertising of approximately $79,- 
713.28, exclusive of expenditures for demonstrators. 

In addition to the foregoing advertising expenditures, the plain- 
tiff, Steem-Electric Corporation, has likewise expended the follow- 
ing sums for demonstrating its electric steaming irons, bearing its 
trade-mark “Steem Electric,’ in department and other stores, to 
May 15, 1939: 

IF dintbicidicids mvs. cconiea ectlieen ae AS 

1938 15,942.41 

1939 (To May 15) 6,637.43 
making a total of approximately $23,059.84. 

The plaintiff has used and is now using its trade-mark ‘“‘Steem 
Electric’ written in a peculiar and distinctive Manner, and in com- 
bination with a design representing escaping steam, as shown in the 
drawing of its registration No. 352,415 under the Trade-Mark Act 
of February 20, 1905, 15 U. S. C. A. § 81 et seq., and also in plain 
or black type, as shown in the drawing of its registration No. 366,776 
under the Trade-Mark Act of March 19, 1920. 

The defendants, Steam-O-Matic Corporation and Western 
Hardware and Specialty Manufacturing Company, are now and 


have been in the business of manufacturing and selling electric 
steaming irons under the name “Steam-O-Matic” since some time 
during the month of November, 1938. 


The defendants, The Herzfeld-Phillipson Company, a corpora- 
tion, commonly known as “The Boston Store,’’ Western Hardware 
and Specialty Manufacturing Company, a corporation, and Steam- 
O-Matic Corporation, have sold and are now selling in this district, 
electric steaming irons shown by plaintiff's Exhibit No. 1 bearing 
the name “Steam-O-Matic,” and the defendant, Steam-O-Matic 
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Corporation, has been selling such irons, bearing the name “‘Steam- 
O-Matic,” in interstate commerce throughout the various parts of 
the United States since some time during the month of November, 
1938. 

The plaintiff’s iron, shown by Plaintiff’s Exhibit No. 4, embodies 
a casing or housing which has a stippled exterior surface or finish 
resembling the appearance of hammered aluminum; and the plain- 
tiff has used this stippled finish upon its irons since some time dur- 
ing the month of January, 1938. 

Prior to the adoption by plaintiff of the stippled finish upon its 
iron, a stippled finish had been shown in connection with irons in 
Rosa patent No. 429,202 of 1890, and Asbury patent No. 33,733 of 
1900; the common use of a stippled finish on various other articles 
is shown by defendants’ Exhibit 27 (Book of Patents); the common 
use of such finish on kitchen ware is shown by defendants’ Physical 
Exhibits 77 to 87, and by Wagner Ware catalogues—defendants’ 
Exhibits 88 and 89; and defendant Harry Bremer had used such 
finish on aluminum ware when working for his father’s company, 
Bremer Aluminum Corporation, prior to the use of such finish by 
plaintiff. 

The idea of applying a stippled finish to a steam iron was 
originally conceived by defendant Harry Bremer, because of his 
common use of this finish on other household products. 

Defendants’ steam electric iron is made of aluminum, because 
alumninum resists rust, and a stippled finish is used by defendants 
from necessity to hide imperfections on the surface of the aluminum 
castings and to reduce polishing costs. A stippled finish of the type 
used can be drawn from the mould, and is the only practical finish 
for defendants to employ. 

Defendant, The Herzfeld-Phillipson Company, a customer of 
the Steam-O-Matic Corporation and the Western Hardware and 
Specialty Manufacturing Company, has passed off defendants’ 
‘“Steam-O-Matic” iron in response to written orders, calling for 
“Steem Electric” irons, presented to said company by investigators 


of the plaintiff after this suit was commenced. 
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The defendants, Steam-O-Matic Corporation, Western Hard- 
ware and Specialty Manufacturing Company, and The Herzfeld- 
Phillipson Company, and each of them, have passed off defendants’ 
‘‘Steam-O-Matic” iron as and for plaintiff's iron, without explana- 
tion, in response to written mail orders calling for “Steem Electric’’ 
irons. 

In addition to the above mentioned instances of passing off, con- 
fusion in advertising has occurred at times between the plaintiff's 
trade-mark “Steem Electric’? and the defendants’ trade-mark 
‘“Steam-O-Matic,” and between the plaintiff’s iron and the defend- 
ants’ iron. 

The only similarity in shape between plaintiff's iron and defend- 
ants’ iron is the natural similarity of one iron for another, and de- 
fendants’ iron is not confusingly similar to plaintiff's. ‘The plain- 
tiff’s iron is much heavier than defendant’s iron; there is a marked 
difference in the shape and appearance of the two irons; plaintiff's 
iron is sold in a predominantly red carton; defendants’ iron is sold 
in a plain kraft package with blue lettering. Defendants, in their 
advertising on the cartons and otherwise, do not use anything re- 
sembling plaintiff's cloud effect and lightning flashes. 

Steam electric irons are customarily bought only after rigid 
examination, and plaintiff's purchases of defendants’ irons, made by 
paid investigators, are not typical of actual methods of purchase of 
this type of product. 


Defendants do not have complete control over the advertising 
methods, display methods or sales methods of retailers. 


Plaintiff has created a situation for confusion by adopting as its 
mark the natural, descriptive term which the public uses in calling 
for this type of iron, as distinguished from an ordinary electric 
iron. 

Plaintiff, prior to filing the Bill of Complaint herein, failed to 
give notice to the public that its alleged trade-mark was registered 
by affixing thereon the words “Registered U. S. Patent Office,” as 
required by statute, and failed to give defendants any actual notice 
of said registration, or any notice that it objected to the use of the 
term “Steam-O-Matic” by defendants. 
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Plaintiff's trade-mark registration No. 352,415 is valid only 
when limited to use in connection with the undisclaimed part 
thereof, which includes the cloud and lightning methods of display. 

Defendants’ mark “‘Steam-O-Matic” is not an infringement upon 
plaintiff's registration, and is not confusingly similar to plaintiff's 
alleged trade-name “Steem Electric,’ which latter term differs from 
marks which preceded it only in the change of an ‘“‘a” in the word 
“steam” to an “‘e,”’ such misspelling not being used by defendants. 

Defendants have not competed unfairly with plaintiff in adopt- 
ing and using the term “Steam-O-Matic.” 

Functional features cannot be exclusively appropriated under 
the laws of unfair competition, and defendants have not competed 
unfairly in adopting and using a stippled exterior finish upon their 
irons for the purpose of hiding imperfections and reducing polish- 
ing costs. 

Defendants have not competed unfairly in adopting and using 
the shape shown in its iron plaintiff's Exhibit 1. 

Plaintiff's Design Patent No. D-112,129 is not infringed by 
defendants’ iron, plaintiff's Exhibit 1. 





Defendants have not competed unfairly in connection with their 
advertising. 

Plaintiff is not entitled to the relief prayer for in its complaint 
against any of the defendants. 

Plaintiff's Bill of Complaint shall be dismissed with costs to 
defendants. 





A decree shall be entered accordingly. 





CORNING GLASS WORKS V. PASMANTIER 


Corntna Grass Works vy. PAsMANTIER, ET AL., doing business as 
Joun L. Pasmantier & Sons 


United States District Court, Southern District of New York 
December 8, 1939 


Trape-Marks—INFrRINGEMENT—“ReEsisTaL” on Giass Cookinc Ware—Nown- 
User. 

Where plaintiff, after adopting the word “Resistal” as a trade-mark 
for its glass cooking ware, admitted not having used said mark since 
September 9, 1930, held not to have associated the mark with its goods in 
the mind of the public. The use, therefore, by defendant of the word 
“Resista” on similar goods held non-infringement. 

Trape-Mark INrRINGEMENT—Device oF Frame anp Torcu Devicre--Non- 
Conriictinc Marks. 

The use by defendant on its glass cooking ware of the device of a 
torch held not to infringe plaintiff's use on similar goods of a flame 
design. 

Unrair Competition—Use or Siminar LaBeELs. 

Where, after plaintiff had adopted and used on its glass utensils cer- 
tain orange colored labels, shaped like the silhouette of a barrel with 
black edging and black letters, the use by defendants of a shield-shaped 
label with black edging and black letters, featuring an orange color, 
later substituting a palette design in the same color held unfair competi- 
tion, and was enjoined. 

Unrair ComMPeTITION—SIMILARITIES IN CoLoR AND Design For LABEL, 

While there cannot be a monopoly of a color qua color or of a 
shape qua shape, where defendants put out labels of the same color and 
of substantially the same shape with the same type and color of border 
and lettering as the plaintiff's on glass utensils of the same shape and 
color as those of plaintiff, defendants held to be seeking to batten on the 
good-will of plaintiff, which was the first comer in the glass cooking ware 


field. 


In equity. Action for trade-mark infringement and unfair com- 
petition. Bill dismissed as to infringement, with judgment for 
plaintiff as to unfair competition. 


Frank C. Cole, of New York City (Vernon M. Dorsey, of Wash- 
ington, D. C., of counsel), for plaintiff. 
Donald L. Brown, of New York City, for defendants. 


Woousey, D. J.: For the reasons hereinafter stated my judg- 


ment in this cause is: 


1. That the complaint be dismissed in so far as it claims infringement of 
the plaintiff's trade-mark “Resistal” or its so-called flame trade-mark. 
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2. That the defendants were guilty of unfair competition with the plain- 
tiff in respect of their use of orange colored black edged labels put by them 
on the glass cooking ware for oven use which is the principal subject matter 
of this cause. 

3. That, accordingly, the plaintiff may have an interlocutory judgment 
providing for an injunction against further sale of glass cooking utensils 
with such condemned labels attached, for a reference and for damages and 
an accounting as hereinafter prescribed. 

4. That the defendants’ counter claim be dismissed. 

5. That under the final decree herein there shall not be any costs or dis- 
bursements allowed to either party in this cause, except such taxable costs 
and disbursements as may be incurred in respect of the reference for 
damages and an accounting hereby ordered. These costs and disbursements 
shall be included in the final decree and be cast thereby on the defendants. 


I. This cause involves a controversy as to alleged infringement 
of two trade-marks and for unfair competition between the Corning 
Glass Works, a corporation of New York State, and John L. Pas- 
mantier & Sons, a partnership made up wholly of citizens and 
residents of that state. 

II. The plaintiff's locus standi to maintain this suit is based: 

1. On the fact that it is the result of a merger of the Macbeth- 
Evans Glass Company, a Pennsylvania corporation, with a previous 
Corning Glass Works, a New York corporation, which owned the 
trade-marks here relied on by the plaintiff—Registration No. 107,- 
246 and No. 339,017, and 

2. That in the process of this merger and in order to safeguard 
the transfer of the said two trade-marks and many others, they were 
on December 22, 1936, assigned—with the good-will attached to 
each of them—by the first Corning Glass Works to Amory Hough- 
ton, Esq. in trust in contemplation of and for the purpose of accom- 
plishing the merger, and by him on January 13, 1937, reassigned in 
discharge of this trust to the new Corning Glass Works. 

III. The plaintiff makes and sells, under the well-known trade- 
mark ‘‘Pyrex,’”’ pressed glass cooking utensils of two kinds, one of 
which is to be used in ovens and the other is to be used over an open 
flame. I am told that a different composition of glass is necessary 
for these two uses. 


The defendants are jobbers who sell pressed glass cooking 


utensils made only for use in ovens by the Dunbar Glass Corpora- 
tion of Dunbar, West Virginia. 
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It is significant, I think, that the trade-mark “Pyrex” does not 
play any role whatever in this cause. 

Instead of relying on that mark the plaintiff bases its claim of 
infringement, 

First, on a trade-mark “Resistal,” registered for glass by the 
plaintiff's predecessor on November 16, 1915, and renewed October 
22, 1935, under which the plaintiff had once sold gauge glasses, 


retorts, etc., but had never sold glass cooking ware, and 


Second, on a trade-mark registered January 21, 1936, said by 


witnesses to represent a flame, but not described in any way in its 
registration, which the plaintiff uses only on the ware which it makes 
for use over a flame. 

IV. The plaintiff's “Resistal’’ trade-mark is said to have been 
infringed by the defendants’ use of the word “Resista” on some of 
the labels of its glass cooking ware for oven use, and the alleged 
flame trade-mark is said to have been infringed by the defendants’ 
use of its torch trade-mark impressed into the glass or used on the 
labels of most of its glass cooking ware for oven use. 

1. As to the “Resistal” trade-mark, though not abandoned, ad- 
mittedly it has not been used by the plaintiff since September 9, 
1930. 

It is not shown in this cause that it ever has been associated in 
the mind of the public in any way with the plaintiff's pressed glass 
cooking ware. I hold, therefore, it was not infringed by the use of 
the word “Resista’” on ware of that kind sold by the defendants. 
Industrial Rayon Corporation v. Dutchess Underwear Corp., 92 F. 
(2d) 33, at 35-36 (C. C. A.) [27 T.-M. Rep. 665]. For, as is said 
in that case at page 35 by Judge Augustus Hand—-italics mine 
the critical question is whether, under existing conditions, the mark signifies 
that the party claiming protection is the source of the merchandise. 

Here “‘Resistal’”’ has not any such significance, although, if it 
had, “Resista”’ would, of course, have infringed it. 

2. In respect of the plaintiff’s so-called flame trade-mark No. 
339,017, the question of infringement involves a visual comparison 


of that mark with the defendants’ torch trade-mark, and, in my 
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opinion, after careful consideration of the matter, the defendants’ 
mark does not infringe: 

3. Consequently, in respect of the trade-mark aspect of this 
cause, I hold that the “‘Resistal” trade-mark cannot properly be 
considered as involved herein, and the so-called flame trade-mark 
was not infringed. 

IVa. The federal jurisdiction herein was originally based on the 
fact that the trade-marks above referred to were registered under 


the Trade-Mark Act. Having dismissed the complaint in respect of 


such trade-marks, I am left with a controversy as to unfair com- 
petition between citizens of the same state—New York—and | 
should not take jurisdiction thereof if it were not for the gloss on 
Hurn v. Oursler, 289 U. S. 238 [23 T.-M. Rep. 267], found in the 
case of Armstrong Co. v. Nu-Enamel Corp., 305 U. S. 315, wherein 
at page 326 [29 T.-M. Rep. 3], the Supreme Court spoke as follows: 


In the Oursler case there was a valid copyright which was not held 
infringed. Here the trial court determined the trade-mark was invalid. 
The Oursler case held that where the causes of action are different, the de- 
termination that the federal cause fails calls for dismissal. But where there 
is only one cause of action we do not consider that the holding of the in- 
validity furnishes any basis for a distinction between this and the Oursler 
case. Registration of “Nu-Enamel” furnished a substantial ground for 
federal jurisdiction. That jurisdiction should be continued to determine, 
on substantially the same facts, the issue of unfair competition. 

I understand that where, as here, the use of the trade-mark is the 
basis of the federal claim for infringement, and the method of using 
the trade-mark is the real basis for the claim of unfair competition, 
the derivative jurisdiction prescribed by the Supreme Court may be 
invoked. This, of course, is in accordance with the wise principle 
of judicial husbandry, that—if jurisdictionally permissible—two 
causes should never be allowed to grow where at first there was but 
one. In the present case, therefore, I find that, having regard to the 
teaching of the Supreme Court in the cases to which I have just 
referred, and the facts herein shown, I am ineluctably forced to take 
derivative jurisdiction of this controversy between citizens of the 
same state. 

V. In view of Rule 52(a) of the Rules of Civil Procedure, it is 


now a work of supererogation to write a considered opinion on the 
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facts or law in a non-jury cause or proceeding, for its place will be 
taken by formal findings of fact and conclusions of law separately 
stated. 

In this proceeding, therefore, I will only refer to such facts as I 
think explain my decision and give a statement of my conclusions of 
law thereon. 

The facts which I state must be supplemented by other facts to 
be proposed by the plaintiff when it submits, in the method herein- 
after prescribed, its findings for my approval. 

VI. A. On May 27, 1919, the plaintiff's predecessor was granted 
as assignee two patents—No. 1,304,622 and No. 1,304,62% 


me 


These patents covered formulae for making a glass which owing 


to its high heat resistance was suitable for fabrication into utensils 
or instruments to be used for culinary or laboratory purposes. 

In the Sullivan and Taylor patent No. 1,304,622 there is a quite 
full description of the sizes and shapes of dishes to be made of the 
patented glass and the optimum forms for those dishes are illus- 
trated. Among other forms illustrated are the custard cup, the pie 
plate, the casserole and the baking dish which have been before me. 

In addition to the patents just mentioned, the plaintiff acquired 
a considerable number of design patents on glass cooking utensils. 
Among those which have expired may be listed No. 48,169 on an 
oval pie plate; No. 48,241 on the round standard pie plate; No. 54,- 
898 on the deep dish cooking vessel; No. 54,899 on a hexagonal pie 
plate; No. 55,366 on an oval cooking dish; No. 62,948 on a cooking 
dish cover; No. 62,949 on an oval or round cooking dish; No. 62,950 
on a round cooking dish cover; No. 61,948 on a teapot; No. 65,114 
on a plate; No. 65,115 on a dish. 

Some of the designs of the defendants which are here alleged to 
infringe plaintiff's exclusive rights are so nearly identic with the 
patented design as to make it practically impossible to distinguish 
between them. 

These patents all expired before the defendants began the sale 
of glass cooking utensils for use in ovens; an examination of them, 


however, seems to show that in so far as the plaintiff thought it had 
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exclusive rights to any design or shape here involved, it patented that 


design. In respect of such design patents as have expired anyone 
‘an now freely use the patented design. 

Therefore, after the patents just referred to had expired there 
was a clear right for makers of pressed glass cooking utensils to 
manufacture utensils similar to those of the plaintiff's out of the 
same material as the plaintiff had used during its temporary patent 
monopoly. Indeed, such right was the principal consideration for such 
monopoly. Patentees may not properly attempt to immortalize their 
patents by the use of trade-marks or counts in unfair competition. 

For this reason, other makers of pressed glass cooking utensils 
can now, to a certain extent, benefit by the good-will which had been 
built up by the plaintiff in such utensils under its “Pyrex’’ trade- 
mark. 

Since the patents just referred to have expired, it is quite clear 
that the similarities in shapes and sizes of the utensils or the color 
of glass out of which they are made may not form a basis for a claim 
of unfair competition. Kellogg Company v. National Biscuit Com- 
pany, 305 U. S. 111, 120 [28 T.-M. Rep. 569}. 

B. But the limitation on the defendants, as later comers than the 
plaintiff into this merchandising field, was that they must so dress 
their goods as to preclude potential confusion between their goods 
and the goods of the plaintiff on which its patents had expired. 

It seems to me that the defendants have failed properly to keep 
their distance from the plaintiff in this respect. 

The labels of the respective parties, hereinafter discussed, were 
pasted conspicuously on the glass cooking utensils both of the plain- 
tiff and the defendants, and as the glass of both parties was of about 
the same color and the shapes of the utensils were similar, the 
pasted labels involved the crux of the situation in so far as unfair 
competition is concerned, for they alone could serve either as a 
means of almost certain confusion, or of a practically certain means 
of preventing confusion between the goods made by the plaintiff and 
those made for and sold by the defendants. 

C. The “Pyrex” labels for glass utensils to be used in ovens were 
orange colored, shaped like the silhouette of a barrel, with black 
edging and black letters. 
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The defendants’ first labels using the word “Resista’’ were 
orange color and of a shield shape, with black edging and black let- 
ters. The defendants’ next type of label was in the shape of a 
palette of orange color, and this approached even more nearly than 
did the defendants’ first labels, to the labels of the “Pyrex” brand 
of ovenware, for they were similar in shape as well as in color. 

The defendants’ latest label is of a scarlet color, has the shape of 
a palette with a white torch in the center. It has a white border and 
white lettering. This label, in my opinion, though not far from the 
forbidden zone, is outside it and may be continued in use. 

In deciding a cause of this kind, in order to be realistic, the court 
must take the ensemble which the defendants have made up for the 
public display of their goods and compare that ensemble with the 
ensemble of the plaintiff. 

It is in the labels only, I find, that the defendants have been 
guilty of unfair competition, for it is in the labels only that they have 
wrongfully too nearly approached the plaintiff in that part of the 
merchandising of glass cooking ware in which they were not free to 
do as they liked. 

While there cannot be a monopoly of a color gua color, or—out- 
side of design patents—of a shape qua shape where the defendants 
have put labels of the same color and of substantially the same shape, 


with the same type and color of border and lettering as the plaintiff's 


on glass utensils of the same shape and color as those of the plaintiff, 


the defendants are obviously seeking by using a conspiracy of in- 
gredients—some legal and some illegal—to batten on the good-will 
of the plaintiff which was the first comer in the glass cooking ware 
field. This a subsequent comer may not do. New England Awl and 
Needle Co. v. Marlborough Awl and Needle Co., 168 Mass. 154—~ap- 
proved in Schlitz Brewing Co. v. Houston Ice Co., 250 U. S. 28 
[9 T.-M. Rep. 279]; American Waltham Watch Company v. United 
States Watch Co., 173 Mass. 85, 86, 87. 

Indeed, I think that in the last named case Mr. Justice Holmes, 
when he was a Justice of the Supreme Judicial Court of Massachu- 
setts, gave in 1899 one of the best statements which I have ever 
found on the subject of the duty of a late comer into a merchandising 
field. He said in 173 Mass. at page 86 (italics mine): 
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In cases of this sort, as in so many others, what ultimately is to be worked 
out is a point or line between conflicting claims, each of which has meritori- 
ous grounds and would be extended further were it not for the other. 
Boston Ferrule Co. v. Hills, 159 Mass. 147, 149, 150. It is desirable that the 
plaintiff should not lose custom by reason of the public mistaking another 
manufacturer for it. It is desirable that the defendants should be free to 
manufacture watches at Waltham, and to tell the world it does so. The 
two desiderata cannot both be had to their full extent, and we have to fix 
the boundaries as best we can. On the one hand, the defendant must be 
allowed to accomplish its desideratum in some way, whatever the loss to the 
plaintiff. On the other, we think the cases show that the defendant fairly 
may be required to avoid deceiving the public to the plaintiff's harm, so far 
as is practicable in a commercial sense. 

It is true that a man cannot appropriate a geographical name, but neither 
can he a color, or any part of the English language, or even a proper name 
to the exclusion of others whose names are like his. Yet a color in connec- 
tion with a sufficiently complex combination of other things may be recog- 
nized as saying so circumstantially that the defendant’s goods are the plain- 
tiff’s as to pass the injunction line. New England Awl & Needle Co. v. 
Marlborough Awl & Needle Co., 168 Mass. 154, 156. So, although the plain- 
tiff has no copyright on the dictionary or any part of it, he can exclude a 
defendant from a part of the free field of the English language, even from 
the mere use of generic words unqualified and unexplained, when they would 
mislead the plaintiff's customers to another shop. Reddaway v. Banham, 
(1896) A. C. 199. So the name of a person may become so associated with 
his goods that one of the same name coming into the business later will not 
be allowed to use even his own name without distinguishing his wares. 
Brinsmead vy. Brinsmead, 13 Times L. R. 3; Reddaway v. Banham (1896) 
A. C. 199, 210. See Singer Manuf. Co. v. June Manuf. Co., 163 U. S. 169, 
204; Allegretti Chocolate Cream Co. v. Keller, 85 Fed. Rep. 643; and so, 
we doubt not, may a geographical name acquire a similar association with a 
similar effect. Montgomery v. Thompson (1891) A. C, 217. 

Whatever might have been the doubts some years ago, we think that 
now it is pretty well settled that the plaintiff merely on the strength of hav- 
ing been first in the field may put later comers to the trouble of taking such 
reasonable precautions as are commercially practicable to prevent their 
lawful names and advertisements from deceitfully diverting the plaintiff's 
custom. 


D. Since the trade-mark ‘‘Resistal” was never used on the plain- 
tiff’s pressed glass cooking ware and, as I have held, is not con- 
cerned in this cause, I hold that the defendants’ use of the word 
“Resista’’—not being an infringement of trade-mark-—was not un- 
fair competition with the plaintiff. 

If the question of use of the words “Ovenware”’ or “Ovenglas” 
be claimed as unfair competition on the ground that “Ovenware”’ 
has a secondary meaning as plaintiff's product, the answer is that the 


word “Ovenware” was conclusively shown to have been used by 
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other makers of cooking utensils, and that no secondary meaning as 
the plaintiff’s product can be considered as attached to that word. 

E. To summarize the situation: 

The glass cooking ware made by the plaintiff and by the Dunbar 
Glass Company for the defendants are all substantially of the same 
color and of the same shape. 

The trade-marks pressed into the glass are not readily observable 
on one of the utensils unless the greatest care is taken to look at it 
in just the proper light. 

The chief means of differentiating between the plaintiff's and 
the defendants’ glass cooking utensils is by the printed colored labels 
which are pasted on the tops or bottoms thereof, and which, by reason 
of the transparent quality of the glass whereof they are made, are 
visible through it. 

The defendants, however, did not attempt in the labels which 
they used on their first entry into the field and with which they still 
have some utensils marked, to get a label which, by reason of its dif- 


ference in color, shape and type of printing from the plaintiff's 


labels, would distinguish their glassware from that of the plaintiff. 


Instead they sought to take advantage of their right to make the 
glass under the formulae and in the shapes of the plaintiff's expired 
patents, and added to the similarities thus inherent in the utensils, 
labels which were, in my opinion, far within the injunction line. 

Therefore, I hold that the defendants were guilty of unfair com- 
petition in their use of the orange colored labels of the kind above 
described, and must be held liable for any damages suffered by the 
plaintiff due to such use by the defendants, and to any profits made 
by the defendants therefrom. 

VII. As to the defendants’ counterclaim, I do not think that the 
defendants have made out bad faith on the part of the plaintiff in 
its attempt to defend the rights which it considered that it had, and, 
as it has in part prevailed, the defendants’ counter-claim must be 
dismissed. Cf. Uniied States G. §& P. E. Corp. v. Hanson Van 
Winkle, etc. Co., 104 F. (2d) 856, 861, 862 (C. C. A. 4). 
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VIII. In pursuance of Rule 52(a) of the Rules of Civil Pro- 
cedure, the attorneys for the plaintiff must prepare in accordance 
with this opinion and submit to me through the Clerk’s office findings 
of ultimate facts and the conclusions of law herein indicated. 

I do not want any details of evidence submitted as findings of 
ultimate facts. But, as above indicated, there should be findings of 
fact additional to those herein mentioned in order that a full record 
of the situation now facing the plaintiff may be made and the 
juridical result of this carefully tried cause preserved. 

All proposed findings of fact and conclusions of law submitted 
to me must be typed in triple spacing so that I may conveniently 
correct them if I wish to do so. 

Attorneys for the plaintiff must give five days notice of their 
proposed findings of fact and conclusions of law to the attorneys 
for the defendants. 

In submitting their findings of fact, the attorneys for the plain- 
tiff must also submit under a separate cover bound at the left side a 
short memorandum indicating the pages of the evidence on which 
each findings proposed by them is based. It is not a very difficult 
matter to prepare this memorandum and make it possible for me to 
look up any question of fact about which I may be in doubt. All 
that is necessary is to give the number of the finding and to follow 
it with the numbers of the supporting pages or exhibits in the record 
of the trial. 

Attorneys for the defendants, if they are so advised, may on the 
return day of such notice submit to me and serve on the plaintiff's 
attorneys criticisms of the findings of fact proposed by them. 

As under Rule 52(a) only findings of fact and conclusions of 
law which I sign will be filed as part of the record herein I suggest 
this course for the defendants’ attorneys because counter findings 


will not avail them in any respect. They must take their objections, 


if any, to my findings and conclusions by way of appropriate assign- 


ments of error on any appeal which they may take. 
After the findings of fact and conclusions of law have been signed 


by me, an interlocutory judgment for the plaintiff in accordance 
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herewith may be submitted to me through the Clerk’s office for signa- 
ture. 


IX. The interlocutory judgment, in addition to the injunction 


against any further sale by the defendants of utensils bearing the 
labels above condemned, will provide for a reference herein to 
Francis H. Horan, Esq., Special Master, to determine any profits 
made by the defendants and any damages suffered by the plaintiff 


solely by reason of the use by the defendants of the said labels. 


On Petition for Rehearing 
Decided Jan. 15, 1940 


Wootsey, D. J.: This petition is in all respects denied. 
I do not find anything in the opinion of the Circuit Court of 
Appeals in Lewis v. Vendome Bags, Inc. [43 U.S. P. Q. 477], which 


necessitates a reargument of the instant cause. 


Unitep States Gypsum Company v. THE AMERICAN GypsuM 


CoMPANY 
United States Court of Customs and Patent Appeals 
Opposition No. 16,744 
February 26, 1940 


Trapve-Marks—Opposition—Two ParaLtet Verticat Rep anp Bive Stripes 
INTERSECTED BY SimiLaAR HorizontraL Srripes AND Device oF 
Inpran’s Heap WirHtn a Buive Circe, AND THE Worps “Rep Tor” 
AND A Rep Banp PtLacep at THE Tor or THE Bacs—Non-ConrFtiict- 
ING Marks. 

A trade-mark consisting of “two parallel vertical stripes, one red and 
the other blue, intersected by two similar horizontal stripes, the inter- 
section being obscured by the representation of an Indian head enclosed 
within a blue circle” held not to be confusingly similar to certain regis- 
tered marks, consisting respectively of the words “Red Top,” “a red 
band arbitrarily placed at the tops of the bags containing the goods,” 
and a design with “the drawing line for red and the trade-mark consist- 
ing of a red band or red stripe extending across the goods to which it is 


applied.” 
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Appeal from a decision of the Commissioner of Patents, dis- 
missing a notice of opposition in a trade-mark case. Affirmed. For 


the Commissioner’s decision see 28 T.-M. Rep. 276. 


A. Arnold Brand, of Chicago, Ill., and Edwin R. Hutchinson, of 
Washington, D. C., for appellant. 

George E. Téw, of Washington, D. C., and Edward A. Hampson, 
of Chicago, IIll., for appellee. 


Garrett, P. J.: This is an appeal from the decision of the Com- 
missioner of Patents affirming that of the Examiner of Interferences 
dismissing appellant’s notice of opposition to appellee’s application 
for registration of a trade-mark and holding such registration al- 
lowable. 

The goods of the respective parties are of the same descriptive 
properties—in many instances identical. Their nature may be dis- 
cerned from the following, quoted from the application of appellee: 


.... Gypsum wallboard, aluminum foil insulating board, gypsum lath, 
aluminum foil insulating lath, tongue and groove sheathing, fibered and un- 
fibered cement plasters, wood fibered plaster, bond plaster, sanded wall 
plaster, sanded wood fiber plaster, gauging plaster, prepared trowel finish, 
plate glass stucco, mixing plant stucco, moulding plaster, patching plaster, 
painters’ plaster, finish lime, masons’ lime, colored plasters, acoustical plas- 
ter, dry fill insulation, rock wool insulation, joint filler, joint cement... . 


The mark which appellee seeks to register for use upon the goods 
is a design mark consisting, as described by the Commissioner, “of 
two parallel vertical stripes, one red and the other blue, intersected 
by two similar horizontal stripes, the intersection being obscured by 
the representation of an Indian’s head inclosed within a blue circle.” 


The application claims use of the mark “since September, 1935.” 


In its notice of opposition appellant alleged prior use of various 
marks, pleading five registrations. Three of these (Nos. 172,927 
256,777, and 264,649) are of the words “Red Top.” Another (No. 
160,315) is a design described in the certificate as consisting ‘‘of a 
red band arbitrarily placed at the top of the bags containing the 
goods.” The fifth (No. 267,991) is also a design, described in the 
certificate by the statement: “The drawing is lined for red and the 


trade-mark consists of a red band or red stripe extending across the 
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goods to which it is applied.’’ Each of the registrations bears a date 
prior to that claimed by appellee for the use of its mark. 

The record in the case is quite voluminous, the reasons of appeal 
are numerous, and appellant’s brief is very elaborate. ‘The real 
issue in the case, however, is a simple one, the question being whether 
the mark, registration of which is applied for, so resembles the 
marks of appellant that registration should be denied because of the 
provision in Section 5 of the Trade-Mark Act of February 20, 
1905, reading: 

Provided, That trade-marks which are identical with a registered or 
known trade-mark owned and in use by another and appropriated to mer- 
chandise of the same descriptive properties, or which so nearly resemble a 
registered or known trade-mark owned and in use by another and appro- 
priated to merchandise of the same descriptive properties as to be likely 
to cause confusion or mistake in the mind of the public or to deceive pur- 
chasers, shall not be registered. 

From the description of the mark sought to be registered it will 
be seen that it is purely a design mark. It contains no word or 
words. Hence, obviously, there is no possibility of any confusion in 


sound between it and the word marks of appellant. Furthermore. 


there is nothing about appellee’s design mark which embraces any 
suggestion contained in the words “Red Top.” So, it is clear that 


the registered word marks of appellant have no relevancy to the 


issue here, and consideration must be confined to a comparison of 
the physical appearance of appellant’s designs with the physical ap- 
pearance of the design of appellee. 

As has been indicated, appellant’s design mark No. 160,315 con- 
sists merely of a red band. By the language of the certificate of 
registration the location of this band would seem to be limited, the 
language being “arbitrarily placed at the top of the bags containing 
the goods.” Appellant’s design mark No. 267,991 likewise consists 
merely of a red band. The language of the certificate of registra- 
tion in this instance, however, does not limit the location of the band 
to any particular place on the goods, or on the container of the 
goods, but defines it as “extending across the goods to which it is 
applied.” Appellant argued, and the Commissioner agreed, that 
under this broad language it would have the right to place the band, 
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or stripe, on the goods “in any location it pleases and extending in 
any direction it pleases.” 

For the purposes of this case we shall accept as correct the hold- 
ing of the Commissioner upon that point. That is to say, we shall 
assume that appellant would have the right to arrange the mark 
shown in its registration No. 267,991 so that it would be in the form 
of a red vertical stripe intersected by a red horizontal stripe, 
although the drawing discloses no such arrangement, the showing 
being merely of a red band arranged vertically. Of course, the as- 
sumed arrangement does not include any obscuration of the inter- 
section, a very prominent and distinctive feature of the mark sought 
to be registered, since appellant makes no provision for that in its 
registration. 

Comparing the appearance of the respective marks (that of ap- 
pellant being visualized in the assumed arrangement), can it be said 
that there is any reasonable likelihood of confusion resulting? It 
seems perfectly clear to us that there is not. 

Appellant did not, of course, by the use or registration of a design 
having a single color acquire the right to prevent the registration of 
every design in which that color may appear. 

Appellant, as it had the right to do, chose to use and register as 
a trade-mark a design consisting of a single color. It might have 
chosen other colors, or a combination of various colors, had it so 
elected, but it did not so elect. 

Appellant has presented some argument here to the effect that 
during the cross-examination of one of the witnesses called on behalf 
of appellee evidence of actual confusion was adduced. We have 
examined this testimony. The incident was a trivial one. Of it the 
Commissioner said: 


One witness, for example, who was shown a bag bearing applicant’s name 
and trade-mark, and was told that it was a bag of The American Gypsum 
Company, referred to the mark as a “trade-mark of the U. S.” In response 
to a leading question, answered without objection, he immediately corrected 
himself; and I think the first answer was clearly due to inadvertence rather 
than to confusion of trade-marks. 


We agree with the Commissioner upon this point. We also agree 
with the following statement of the Commissioner: 
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Other witnesses testified that it is common practice among dealers in 
building materials, and more particularly plaster products, to substitute 
other brands for those ordered by contractors. It is thus argued that there 
is greater opportunity for confusion than would normally be present. It 
appears, however, that the practice is well known in the trade, and the 
logical result would seem to be unusual care in examining labels. In any 
event such practice does not render the marks of the parties deceptively 
similar, nor is it shown that they have ever been confused. 


Only one other contention on behalf of appellant requires our 
attention. 

The concluding sentence of the notice of opposition states: 

Twenty-eight specimens of the trade-marks as actually used by your 
petitioner are attached hereto. 

Referring to these specimens the Commissioner in his original 
decision said: 


As such trade-marks are not otherwise identified in the notice these 
specimens are of little assistance, including, as they do, bags, boxes, labels 
and stickers, with various decorations and printed matter which may or may 
not have trade-mark significance. 


Appellant filed a petition for rehearing which was denied. It 


then filed a second petition seeking amplification of the Commis- 


sioner’s decision which was granted in part, the Commissioner say- 


ing: 


In the notice of opposition it was alleged that opposer had adopted and 
used “the following trade-marks, shown in the attached facsimiles,’ and 
that: “Twenty-eight specimens of the trade-marks as actually used by your 
petitioner are attached hereto.” In point of fact such specimens were not 
attached to the notice, and because of their bulk could not have been; but 
they were filed at the same time, and were sufficiently identified, so that for 
the purpose of this decision they may be considered as having been 
physically attached. 

One of these specimens is a cardboard carton bearing the words “Red 
Top Patching Plaster” and opposer’s registered trade-mark “UgS.” It also 
carries a number of blue and white bands forming a series of rectangular 
panels for the display of printed matter, and near the top of the carton 
one of the horizontal blue bands parallels a red band. There is nothing to 
indicate that any of these bands is used as a trade-mark, and certainly no 
such significance is self-apparent. They have the appearance of being noth- 
ing more than somewhat conventional decorations. 

I am unable to agree with counsel for opposer that the above-quoted 
reference to this exhibit in the notice of opposition amounts to an allegation 
that opposer had used combined blue and red bands as a trade-mark. There 
being otherwise no suggestion in the notice that a blue band had been used, 
either in combination or alone, I am clearly of the opinion that such use 
was not and is not an issue in this proceeding. 
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Before us appellant has dwelt upon the specimen so alluded to 
and has referred to certain other exhibits as showing blue stripes. 

We are in agreement with the holding of the Commissioner to 
the effect that appellant neither pleaded nor proved trade-mark use 
of any design showing a blue stripe. Furthermore, we may add, that 
whatever may have been the purpose of the use of the blue stripe 
the exhibit shows it in an arrangement which is so entirely different 
from the arrangement and appearance of the mark sought to be 
registered, observing the latter as a whole—as we must—that we 
think there is no reasonable probability of confusion. 

This case received very full consideration by the tribunals of 
the Patent Office. The Examiner of Interferences granted a re- 
hearing following his first decision, and then a second rehearing. In 
his decisions on the rehearings he responded fully upon the point 
suggested in the requests. The Commissioner denied the first request 
for a rehearing but, as has been stated, granted a second request and 
amplified his views upon the point suggested in that request. Every 
relevant issue was discussed, and, in our opinion, properly decided. 


The decision of the Commissioner of Patents is affirmed. 





Kaskxo Disritters Propucts Corp. v. Recorps & GoLpsBorouGH, 
Inc. 
United States Court of Customs and Patent Appeals 
Opposition No. 15,388 
February 26, 1940 
Trape-Marxks—OppositioN——““MAarYLAND Rost” anp “MELRosE’—Non-Con- 
FLICTING Marks. 
The words “Maryland Rose” held not to be confusingly similar to 


the word “Melrose,” both marks being used upon whiskey. 


Appeal from a decision of the Commissioner of Patents, uphold 
ing a trade-mark opposition. Reversed. 


A. W. Murray, of Chicago, Ill., for appellant. 
Herbert J. Jacobi, of Washington, D. C., for appellee. 
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Jackson, J.: Appellant applied for registration of the words 
“Maryland Rose” as a trade-mark for whiskey, alleging use of the 
mark from October 1, 1934. Appellee opposed the application, rely- 
ing on ownership of the trade-mark ‘‘Melrose’’ registered October 
17, 1933, for the same goods, under the ten-year proviso of Section 
5 of the Act of February 20, 1905 (as amended). Neither party 
took testimony. The opposition was sustained by the Examiner of 
Interferences, who held that the use of the words “Maryland Rose” 


upon goods identical with those upon which “Melrose” is used would 


be reasonably likely to cause confusion as to origin. The Examiner 
of Interferences further held that the mark of the appellant is not 
entitled to registration on the ground that the word “Maryland” 


shown in the mark is merely a geographical term. Appellant then 


tendered a disclaimer of the word “Maryland,” which disclaimer was 
refused entry by the Examiner of Interferences. 

Upon appeal, the Commissioner of Patents affirmed the decision 
of the Examiner, stating as follows: 


. ... If my conclusion is correct that applicant’s mark is confusingly 
similar to opposer’s mark, it obviously would remain so, even though the 
disclaimer were entered. Should applicant finally prevail in the opposition 
proceeding the disclaimer may then be presented to the Examiner of trade- 
marks for appropriate action. Until then it has no bearing upon applicant’s 
right to register its mark. 


From the decision of the Commissioner this appeal was taken. 

In view of our conclusion, it is necessary only to discuss the 
question as to whether or not the words “Maryland Rose’ and “Mel- 
rose’ used on whiskey are so similar as to be likely to cause confusion 
or mistake in the mind of the public or to deceive purchasers. 

The Commissioner, in his decision, stated as follows: 


“Melrose” and “Maryland Rose” differ considerably in appearance; but 
when pronounced they sound very much alike, and may, I think, be con- 
fused by a considerable number of purchasers. As was observed by the 
Court of Customs and Patent Appeals in Englander vy. Continental Dis- 
tilling Corporation, 25 C. C. P. A. 1022, 95 F. (2d) 320, this would be “par- 
ticularly true where the goods of the parties are purchased by the drink 
rather than by the bottle,” for then the purchaser usually has no oppor- 
tunity to see either mark and must depend entirely on sound. Resolving 
possible doubts in favor of the first comer, it is my opinion that the opposi- 
tion was properly sustained. 
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We cannot agree with the reasoning of the Commissioner. The 
mark sought to be registered consists of two words. The mark of 
appellee is but one word. ‘To the ocular sense they are not at all 
similar. There are four syllables in the name “Maryland Rose” and 
but two in the word “Melrose.”’” While the word “rose” in the former 
is pronounced as is the last syllable in the latter, we do not believe 
there is a similarity of sound when the respective marks are pro- 
nounced. As to the meaning or significance, we can see no similarity 
at all. ‘‘Melrose’’ means sweet rose, or honey rose, and is derived 
directly from the Latin words mel for honey and rosa for rose. See 


Funk and Wagnall’s New Standard Dictionary. It is also a geo- 


graphical name. ‘Maryland Rose” can convey no meaning but that 


of a rose of, or from, or named after the State of Maryland. 

Since the marks of the parties do not look alike, sound alike, nor 
convey anything of identity in meaning, we cannot see how their con- 
current use on whiskey would be likely to cause confusion in a 
statutory sense. 

The case of Englander, Etc. v. Continental Distilling Co., 25 

C. P. A. (Patents) 1022, 95 F. (2d) 320 [28 T.-M. Rep. 265], 
cited by the Commissioner, is not applicable to the facts in the in- 
stant case. That case was a trade-mark opposition proceeding in 
which the appellee, owner of the registered trade-mark “Silver 
Shield” for use on whiskey, gin, rum, rye, brandy and cordials, op- 
posed the application of appellant for registration of a trade-mark 
comprising the words “Silver Bar” in association with the picture of 
a man in medieval garb bearing a shield. ‘The trade-mark sought to 
be registered was for use upon substantially the same goods. In that 
case we quoted from the decision of the Commissioner as follows: 

While the design must, of course, be considered as a part of the com- 
posite mark, the fact remains, as pointed out by the Examiner of Inter- 
ferences, “that purchasers would recognize and call for the applicant’s 
goods by the only spoken symbol included in the mark affixed thereto, 
namely, the notation ‘Silver Bar.” As purchasers of the goods here in- 
volved frequently order by the drink, and have no opportunity to see the 


labels, this becomes a matter of considerable importance in determining the 
probability of confusion. 
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While we approved the language used by the Commissioner, that 
where purchasers did not have the opportunity of seeing either of the 
trade-marks confusion might be accentuated, we expressly stated 


that our decision was not based entirely on that proposition. We 
said: 


It is true, as argued by counsel for appellant, that the word “bar” in 
appellant’s mark differs substantially from the word “shield” in appellee's 
mark. However, the marks should be considered as a whole, and we are of 
opinion that, when so considered, the differences between the words “bar” 
and “shield” are not sufficient to warrant a holding that the marks “Silver 
Bar” and “Silver Shield” are not confusingly similar when used on alcoholic 
beverages, such as whiskey, gin, etc. 


and held squarely that the concurrent use of the respective marks 


“would be likely to cause confusion, whether the goods of the parties 
are purchased by the drink or otherwise. ...’”’ (Italics supplied.) 


Because of the radical differences in the marks of the respective 
parties herein set forth, in our opinion there is no likelihood of con- 
fusion in the concurrent use of the same. 


The decision appealed from is reversed. 


MisHAWAKA RUBBER AND WooLeN Mere. Co. v. Brapstone RUBBER 
Co. 


United States Court of Customs and Patent Appeals 
February 5, 1940 


Trape-Marks—Oppositrion—Aprpreat—WueEN FINat. 

Had the ex parte decision of the Commissioner of Patents denying 
registration of appellee’s mark become final, this appeal would have 
become moot. But, as the Commissioner’s decision was carried to 
another court under Section 4915 R.S., the appeal will be considered. 

Trape-Marks—OpposirioN—A PPrEAL—J URISDICTION. 

Inasmuch as appellant is a registered opposer, the notice filed by 
appellee electing to have all further proceedings conducted under Sec- 
tion 4915 R.S. held ineffectual to deprive the court of jurisdiction to 
entertain the appeal. 

Trape-Marxs—Opposition—Norice—Faiture to Spreciry Grounps. 

In the case at issue, where opponent in its notice of opposition failed 
to allege that the involved marks were confusingly similar or that the 
goods of the parties had the same descriptive properties, held that the 
opposition should be dismissed. 
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On appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision see 28 T.-M. Rep. 607. 


Charles R. Allen, of Washington, D. C., for appellant. 
Robert E. Barry and Armand A. Cyr, both of Washington, 
D. C., for appellee. 


Lenroot, J.: This is an appeal in a trade-mark opposition 
proceeding from a decision of the Commissioner of Patents affirming 
a decision of the Examiner of Interferences dismissing appellant's 
opposition to appellee’s application, under the Trade-Mark Act of 
February 20, 1905, to register a trade-mark consisting of a green 
circle or disc for use on rubber heels and rubber soles. 

The Examiner, in addition to dismissing appellant’s opposition, 
affirmatively held that appellee is entitled to the registration for 
which it has made application. This part of the Examiner’s decision 
was reversed by the Commissioner for ex parte reasons based upon 
facts appearing in the record. 

Appellant duly appealed to this court from the Commissioner's 
decision dismissing its opposition. Appellee took no appeal from 
the ex parte decision of the Commissioner holding that appellee was 
not entitled to register its mark, but in lieu thereof brought an action 
in equity in the District Court of the United States for the District 
of Columbia pursuant to the provisions of Section 4915 of the Re- 
vised Statutes for the purpose of determining the registrability of 
appellee’s mark. So far as we are advised, said action is still pend- 
ing in that court. 

With respect to the appeal before us, appellee filed with the 
Commissioner of Patents a notice that “it elects to have all further 
proceedings conducted as provided in Section 4915 of the Revised 
Statutes,” in accordance with the rules of this court. 

The ground of dismissal of appellant’s opposition was stated by 
the Commissioner in his decision as follows: 


The Examiner dismissed the opposition without consideration of the 
merits, because he was of the opinion that the notice of opposition did not 
state facts sufficient to entitle opposer to judgment. I have carefully read 
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the notice, in the light of the arguments advanced by opposer’s counsel, and 
I am constrained to agree with the Examiner that it is fatally defective 
in that it alleges neither confusing similarity between the trade-marks in- 
volved nor that the goods of the parties to which the marks are applied are 
of the same descriptive properties. It follows that, in my opinion, the 
opposition was properly dismissed. 


Appellee’s application stated that the trade-mark the subject 
of its application had been continuously used and applied in appel- 
lee’s business since May 21, 1935. 


Appellant’s notice of opposition among other things alleged as 
follows: 


5. This opposer further says that, after it adopted and began to use the 
round figure or disk of a red or reddish color as a trade-mark on or about 
October 15, 1891 as aforesaid, it registered said trade-mark in the Patent 
Office of the United States on May 28, 1901, Registration No. 36,471 for 
wool boots, lumbermen’s socks, rubber boots and shoes, combination boots 
formed of rubber and wool, and robes, blankets and clothing made either of 
wool or cotton, or rubber or by the combination of wool or cotton and 
rubber, and in said registration referred particularly to its use of the 
trade-mark on its rubber heels, and that it renewed said Registration No. 
36,471 on March 31, 1931, and that it also registered said trade-mark in the 
Patent Office of the United States on May 24, 1927, Registration No. 228,151 
for garters, and that it also registered said trade-mark in the Patent Office 
of the United States on November 19, 1929, Registration No. 264,210 for 
separable fasteners of the slider controlled type. 


The only reference in the notice of opposition to appellee’s mark 
is the identification of appellee’s application, the intent of appellant 
to oppose the registration of appellee’s mark because it believes that 
it would be damaged by the registration of the same, and that appel- 
lant adopted and used its mark prior to the adoption and use by 


appellee of its mark. Nowhere in appellant’s notice is there any 
allegation that the marks of the parties are confusingly similar or 


that they are applied to goods of the same descriptive properties. 


Appellant also relies upon the following statements in the notice 
of opposition as being sufficient to comply with the provisions of 
Section 6 of the said Trade-Mark Act requiring an opposer to state 
in his notice the grounds of his opposition: 

This opposer further says that .... its said round figure or disk ... . 
on the tread face of its rubber heels at substantially the center thereof... . 
of a contrasting color on the tread or wearing face of the heels ... . has 
been and is a unique, peculiar and characteristic feature by which op- 
poser’s rubber heels have been and are known and identified. 


* * * 
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This opposer further says that the purchasing public has for many years 
past come to recognize and identify goods and articles bearing a round 
figure or disk of a red or reddish color as goods and articles of opposer’s 
manufacture and therefore this opposer has the sole and exclusive right to 
use such mark or any mark or arrangement of mark resembling same or 
similar thereto on and in connection with rubber heels and rubber soles and 
other goods and articles hereinbefore mentioned. 


. 


Appellant’s notice of opposition was filed on September 11, 1935. 


On October 25, 1935 appellee filed a motion to dismiss appellant’s 


opposition upon several grounds, among which was the following: 


2. That the opposer has not, in the notice of opposition, alleged facts 
sufficient to show that it might or could be damaged by the use and regis- 
tration by the applicant, of the trade-mark forming the subject matter of 
application Serial No. 365,509, upon or in connection with goods in respect 
to which applicant is seeking to register its said trade-mark. 


The Examiner denied the motion to dismiss the opposition and 
thereafter appellee filed an answer denying all of the allegations of 
appellant’s notice except paragraph 5 thereof, hereinbefore quoted. 
The answer further alleged that the marks of the parties were not 
confusingly similar. 

Following the filing of this answer a stipulation of evidence for 
both parties, in lieu of testimony, was entered into. 

The decision of the Examiner of Interferences upon final hearing 
states in part as follows: 


This is an opposition in which both parties filed briefs and were 
represented at the hearing by counsel. 

At the final hearing counsel for the applicant renewed the negative 
defense upon which it relied in its motion to dismiss filed October 25, 1935. 
This defense is that the allegations of fact contained in the notice of op- 
position are insufficient to draw in any statutory language found in any of 
the clauses of Section 5 of the Act of 1905, and, if they are insufficient, then 
that damage within the meaning of Section 6 is lacking, since such damage 
is here predicated on the “nature of the mark” used by the applicant. This 
conclusion relative to damage is based on the introductory clause of Sec- 
tion 5 and the interpretation thereof made by the Supreme Court of the 
United States in the case of Beckwith v. Commissioner of Patents, 274 O. G. 
613; 252 U. S. 538; 1920 C. D. 471 [10 T.-M. Rep. 255]. 

None of the allegations in the notice of opposition seem to be relevant to 
any statutory language except that which may be found in the confusion- 
in-trade and descriptiveness clauses of Section 5. Thus, for instance, in 
paragraph 4 an allegation is found with reference to “a plug embedded 
in the heel.” If this plug performs any utilitarian function it could then 
be regarded as a “device” which is descriptive of the goods in which it is 
embedded. At the final hearing, however, no such contention was made 
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by the opposer, and the Examiner is unable to gather that it performs any 
such descriptive function. 

There remains to consider the language found in the confusion-in-trade 
clause. Inspection of the allegations contained in the notice of opposition 
fails to show that it is there alleged that the mark used by the opposer and 
that used by the applicant would conflict in any way if both were used in 
trade, by way of confusing purchasers, or that they would be likely to do 
so. Under these circumstances, therefore, the allegations of fact, even 
though they may relate to language found in both of these clauses, are 
deemed to be insufficient to actually draw in the language of either of them. 
The question of the ability of the opposer to qualify thereunder does not 
therefore here arise. Accordingly, it is held that the statutory “objections 
to registration” (Section 7) found in the notice of opposition are clearly 
insufficient to enable the opposer to here intervene between this office and 
the applicant. The notice of opposition is therefore dismissed. 


Before considering the question of the sufficiency of appellant’s 
notice of epposition two preliminary observations will be made: 

1. Had the ex parte decision of the Commissioner denying regis- 
tration of appellee’s mark become final, the appeal before us would 
have become moot. Frigidaire Corporation vy. Nitterhouse Bros., 
20 C. C. P. A. (Patents) 865, 63 F. (2d) 123 [23 T.-M. Rep. 163]. 

Inasmuch as the ex parte decision of the Commissioner has not 


become final, the question being pending in another court under 


Section 4915 R. S., appellant’s appeal will be considered by us. 
The Pep Boys, etc. v. The Fisher Brothers Co., 25 C. C. P. A. 
(Patents) 818, 94 F. (2d) 204 [28 T.-M. Rep. 91]. 


2. Inasmuch as appellant is a registrant opposer, the notice filed 


by appellee that it elected to have all further proceedings conducted 
as provided in Section 4915, supra, was ineffectual to deprive this 
court of jurisdiction to entertain the appeal. Pennzoil Company v. 
Hercules Powder Company, 25 C. C. P. A. (Patents) 968, 95 F. 
(2d) 339 [28 T.-M. Rep. 213}. 

Considering now the merits of the appeal before us, we would 
observe that Section 6 of said Trade-Mark Act provides that one may 
oppose an application for registration “‘by filing notice of opposition, 
stating the grounds therefor.” It is well established that an allega- 
tion in a notice that opposer will be damaged by the registration of 
applicant’s mark is not sufficient to comply with the statute. In the 
case of Battle Creek Sanitarium Company, Ltd. v. Fuller, 30 App. 


D. C. 411, that court, our predecessor in this jurisdiction, state1: 
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.... It is not sufficient for the opponent to say that he believes he 
would be damaged. He must allege some fact showing an interest in the 
subject-matter, from which damage might be inferred. . . . 

In the case of Vick Chemical Co. v. Cordry, 19 C. C. P. A. 
(Patents) 828, 54 F. (2d) 428 [22 T.-M. Rep. 26], we held that, 
there being no allegation in the notice of opposition that the involved 
marks were confusingly similar, such notice was not sufficient to 
justify a decree pro confesso. 

Appellant relies upon a number of cases decided by this court 
to support its position. An examination of such cases, however, dis- 
closes that the facts in those cases have no similarity to the facts in 
the case at bar. To illustrate, the case of The Pep Boys, etc. v. 
The Fisher Brothers Co., supra, is relied upon and quoted from. 
However in that case the opinion shows that the notice of opposition 
there under consideration specifically alleged that the goods of the 
parties had identical properties, and that by reason of use by ap- 
plicant of its mark upon such goods there was a likelihood of confu- 
sion in the minds of the purchasing public. 

Likewise in the case of Ely & Walker Dry Goods Co. v. Sears, 
Roebuck & Co., 24 C. C. P. A. (Patents) 1244, 90 F. (2d) 257 [27 
T.-M. Rep. 462], cited by appellant, the notice of opposition specifi- 
cally alleged that the marks of the parties were used upon goods of 
the same descriptive properties and were confusingly similar. 

Further discussion of this point is unnecessary. We deem appel- 
lant’s notice fatally defective in failing to allege the grounds of op- 
position as the statute requires, and this failure is so apparent upon 
a mere reading of the notice that it would seem that proper allega- 
tions of confusing similarity of the involved marks and that they 
were used upon goods of the same descriptive properties must have 
been omitted through inadvertence because such allegations are 
ordinarily made in a notice of opposition as a matter of course. 


One other matter remains to be considered. Appellant contends 


that by filing an answer and entering into a stipulation of facts ap- 


pellee waived any insufficiency in the notice of opposition, and that 
it had no right to renew its motion to dismiss the opposition at final 


hearing before the Examiner of Interferences. 
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That appellee’s motion to dismiss the opposition was proper to 


raise the question of the sufficiency of the notice of opposition can- 
not be questioned. 
Rule 60 of the Rules of the Patent Office governing the registra- 


tion of trade-marks provides: 


60. The proceedings, on oppositions, and on applications for cancella- 
tion, shall follow, as nearly as practicable, the practice in interferences be- 
tween applications for patents. Pleadings and procedure with respect 
thereto shall be governed by the rules in equity suits in the United States 
courts. 


Federal Equity Rule 29 (in force during the period here in- 
volved) which abolished demurrers reads as follows: 


Defenses—How Presented 

Demurrers and pleas are abolished. Every defense in point of law 
arising upon the face of the bill, whether for misjoinder, nonjoinder, or in- 
sufficiency of fact to constitute a valid cause of action in equity, which might 
heretofore have been made by demurrer or plea, shall be made by motion to 
dismiss or in the answer; and every such point of law going to the whole 
or a material part of the cause or causes of action stated in the bill may 
be called up and disposed of before final hearing at the discretion of the 
court. Every defense heretofore presentable by plea in bar or abatement 
shall be made in the answer and may be separately heard and disposed of 
before the trial of the principal case in the discretion of the court. If the 
defendant move to dismiss the bill or any part thereof, the motion may be 
set down for hearing by either party upon five days’ notice, and, if it be 
denied, answer shall be filed within five days thereafter or a decree pro 
confesso entered. 


With respect to the finality of a decision overruling a demurrer 
we quote the following from 49 Corpus Juris, Section 561: 

Finality of Ruling. While it has been held in some jurisdictions that 
the ruling on demurrer is conclusive unless excepted to and reversed, it is 
generally held that it is not such a final adjudication that the court may 
not at any time before final judgment reconsider its ruling and enter a 
contrary one, especially if convinced that a mistake was made... 

.. . . After overruling a demurrer the court may, in its discretion, 
allow demurrant, even after pleading, to renew the demurrer and then sus- 
tain it or again overrule it. (Citing cases.) .... 

Appellant cites no cases in support of its contention that appellee 
had no right to renew its motion to dismiss on final hearing before 
the Examiner, and we have found no authority to support this con- 
tention of appellant. 
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For the reasons herein stated, the decision of the Commissioner 
dismissing the opposition of appellant is affirmed. 


DEcIsIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining an opposition filed by The Seven-Up Company 
to the registration of a trade-mark for “non-alcoholic beverages” 
applied for by Gerald G. Balch. 

The Assistant Commissioner observed that applicant’s mark is 
the notation ‘““Lemon-Up” displayed in reverse printing against a 
solid background, the word “Lemon” being disclaimed, and that 
opposer pleaded and proved ownership of the trade-marks “‘Seven- 
Up” and “7 Up,” registered, prior to any date claimed by applicant, 
for use on merchandise substantially the same as that with which 
applicant’s mark is used. He then said: 

The only question to be determined is whether or not applicant's mark 
is confusingly similar to either of opposer’s marks. As no testimony was 
taken, this involves merely a comparison of the marks, and a consideration 
of the goods as described. It is a matter of common knowledge that such 
goods are inexpensive and are consumed in use. Also, they are frequently 
ordered by word of mouth, in which event similarity in sound of the marks 
under which they are sold may be of controlling importance. 

The expressions “Seven Up” and “Lemon-Up” do not convey the same 
meaning, and the two marks differ considerably in appearance. In sound, 


however, I think they are too nearly alike to be concurrently used on mer- 
chandise of this character without a reasonable likelihood of confusion.' 


Frazer, A. C.: Sustained the opposition of Bourjois, Inc. to the 
application of Femitect Company for registration of the notation 
“Femitect”’ as a trade-mark for “preparations for feminine hygiene 
and a deodorant,” for which mark applicant claimed use since Jan- 
uary 15, 1938. 


The Assistant Commissioner noted that the opposition was pred- 
icated upon opposer’s ownership of the trade-mark “Femina,” regis- 


1The Seven-Up Company v. Gerald G. Balch, Opp’n No. 17,657, 163 
M. D. 426, January 12, 1940. 
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tered April 30, 1918, and renewed, for “face-powder, toilet waters, 
rouge, lipsticks, perfumes, eyebrow-pencils, and pomades,” and that 
in part, at least, opposer’s goods and those of the applicant possess 
the same descriptive properties, so that the only question to be de- 
termined was whether or not the marks of the parties are so nearly 
similar as to be likely to cause confusion. He then said: 


While conceding that the “validity of opposer’s trade-mark is, of course, 
not here in issue,” applicant nevertheless argues that opposer’s mark is thus 
descriptive of its goods. Be that as it may, the point is of no avail to ap- 
plicant in this proceeding, because as stated by the Court of Customs and 
Patent Appeals in Skelly Oil Co. v. Powerine Co., 24 C. C. P. A. 790, 86 
F. (2d) 752 [27 T.-M. Rep. 78]: 

“In a proceeding of this character, the Patent Office and this court must 
regard a registered trade-mark as valid, and if the mark of the applicant 
is so similar to the registered mark as to be likely to lead to confusion, the 
fact that the registered mark or a portion of it may be descriptive in char- 
acter affords no justification for disregarding the similarity in passing upon 
the right to register.” 

Applying this rule to the instant case, and resolving doubts against the 
newcomer, it is my opinion that confusion may result from the concurrent 
use of the two marks before me. This being true, applicant’s mark should 
not be registered.* 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of C. E. Langfield to the applica- 
tion of Solventol Chemical Products, Inc. for registration of the 


notation “Solventol” as a trade-mark for “water soluble detergent 


cleaning compounds for use in household and industrial cleaning.” 


He noted that the opposition was predicated upon opposer’s own- 
ership of the trade-mark “‘Solvite,” registered for “a dry cleaning 
soap,” and that priority was not contested by applicant. 

As to the similarity of the goods of the parties, the Assistant 


Commissioner said: 


While it is true that applicant's goods and those of opposer differ widely 
in many respects, clearly they belong to the same class of merchandise and 
possess the same descriptive properties. Certainly, they are as closely 
related as were the goods involved in the case of Langfield vy. Solvit-All 
Corporation, 18 C. C. P. A. 1313, 49 F. (2d) 480 [21 T.-M. Rep. 264], where 
the Court of Customs and Patent Appeals sustained the opposition of the 
present opposer to registration of the trade-mark “Solvit-All” for “sanitary 
solvents for cleaning, disinfecting, and deodorizing toilet bowls and similar 


2 Bourjois, Inc. v. Femitect Company, Opp’n No. 17,825, 163 M. D. 428, 
January 18, 1940. 
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articles ;” opposer’s mark and goods being the same as those upon which 
he here relies. 


He then quoted from the court’s decision in the cited case, as 
follows: 


It is true that the goods of | parties do not possess entirely the same 
essential characteristics. Nevertheless, the purposes for which they are 
used are of the same general nature and are closely associated and related. 
They are both used for cleaning purposes by the general public, are sold in 
the same stores, and, although a purchaser would not confuse the two prod- 


ucts, confusion as to their origin would probably result should the parties 
use their trade-marks concurrently. 


As to the similarity of the marks, and with reference to the cited 
case, he said: 


All the court had to say regarding the marks was that their confusing 
similarity “is evident and requires no discussion.” If “Solvit-All” and 
“Solvite” are confusingly similar, so, in my opinion, are “Solventol” and 
“Solvite.” “Solventol” and “Solvit-All” differ somewhat in appearance, but 
in sound they are substantially identical. 


In answer to applicant’s contention that there was no showing 


of actual confusion, he quoted from the decision of the Court of 
Customs and Patent Appeals in Pepsodent Co. v. Comfort Manu- 
facturing Co., 23 C. C. P. A. 1224, 83 F. (2d) 906 [26 T.-M. Rep. 
481] as follows: 

While actual confusion is an important consideration, where proved, 
the issue of confusing similarity and the likelihood of resulting confusion 


may always be determined without resorting to any evidence of actual con- 
fusion.® 


3C. E. Langfield v. Solventol Chemical Products, Inc., Opp’n No. 17,612, 
163 M. D. 432, January 30, 1940. 





